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Introduction
In the United States, the inventors of technology claimed by a patent or patent applica-

tion have the original legal title (ownership) to the patent/application.1 Because title

vests in the inventor, the inventor must personally authorize the original application for a

patent, with some exceptions for unavailable inventors.2

A university’s3 ownership of a patent/application comes through assignment from the

inventor and is limited to the ownership interest of the inventor. Multiple inventors can

lead to joint inventorship situations where each inventor has legal title vested in the

patent application. If an inventor is employed by someone other than the university, his

or her employer’s interest along with the university’s may be vested in the patent/applica-

tion.4 This, in turn, means final ownership may be composed of a combination of inven-

tors and/or their employers.

Inventorship
Basic Guidelines

The starting point for securing university ownership in patents is finding out who the

inventors are. This should be done at the invention disclosure stage and then reviewed as

the claims of the patent application change during prosecution and at least prior to

issuance. The key questions to ask are: (1) What is new in this disclosure that constitutes

patentable subject matter verses what was already known or done? and (2) Who came up

with the new idea? 
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The broadest collection of potential contributors and their roles should be detailed early

while memories are fresh. Once a patent application is drafted, the claims can then be

mapped back to the various potential inventors’ contributions to derive the inventor list

for the patent application. This can be done at the level of each claim element. See the

example inventorship grid in the Exhibit. Such a grid can be invaluable in cases where,

sometimes many years later, continuation and divisional patent applications are filed or

significant claim amendments are required for issuance. It is common for an original

patent application to be dissected by a restriction requirement into multiple distinct

inventions. This divides the original claim set into multiple subgroups corresponding to

these separate “inventions.” It is not proper to simply keep the same list of inventors on a

patent application, or any divisional patent applications, when less than all the original

named inventors actually contributed to a specific claim set subgroup from the original

application.

Frequently, the original patent application filing in the U.S. is a provisional patent appli-

cation.5 Under U.S. law, a later patent application may claim the benefit of the provisional

application’s filing date as long as one named inventor is the same on both applications.6

An initial U.S. provisional patent application listing all potential candidate inventors, or

the subset known with certainty to be inventors. This provisional patent application can

thus serve as a buffer between the provisional filing, and the inventorship listing in a sub-

sequent utility application for the same invention.
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Claim 1 Inventor A Inventor B Inventor C

A vector for producing a

biologic comprising

a transcription initiation

element (Seq ID No.: 1),
X X

a sequence encoding the

biologic polypeptide (Seq

ID No.: 2), and

X

a polyadenylation signal

sequence (Seq ID No.: 3).
X

Claim 2 Inventor A Inventor B Inventor C

The vector of claim 1, fur-

ther comprising an origin

of replication having Seq

ID No.: 4).

X X

Claim 3 Inventor A Inventor B Inventor C

A vector for producing a

biologic comprising

a transcription initiation

element (Seq ID No.: 4)

and

X X

a polyadenylation signal

sequence (Seq ID No.: 5).
X

Exhibit: Inventorship Grid

Example restriction requirement: Group I = claims 1-2 and Group II = claim 3. If you elect to pursue

Group I, inventors A–C stay on the patent application. If you elect to pursue Group II, inventor C

should be dropped from the inventor list.
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Detailed Discussion

Correctly identifying inventors is critical to ownership and validity of a patent because a

patent may be invalid under 35 U.S.C. § 102(f) if the inventorship is incorrect7 and own-

ership in a U.S. patent flows from the inventors.8

Who is an inventor? 

Conception is the touchstone of inventorship, the completion of the mental part

of invention. … [T]he test for conception is whether the inventor had an idea

that was definite and permanent enough that one skilled in the art could

understand the invention; the inventor must prove his conception by corrobo-

rating evidence, preferably by showing a contemporaneous disclosure. An idea is

definite and permanent when the Inventor has a specific, settled idea, a particular

solution to the problem at hand, not just a general goal or research plan he hopes

to pursue. The conception analysis necessarily turns on the inventor’s ability to

describe his invention with particularity. Until he can do so, he cannot prove pos-

session of the complete mental picture of the invention. These rules ensure that

patent rights attach only when an idea is so far developed that the Inventor can

point to a definite, particular invention.

A joint invention is the product of a collaboration between two or more persons

working together to solve the problem addressed. People may be joint inventors

even though they do not physically work on the invention together or at the same

time, and even though each does not make the same type or amount of contribu-

tion. 35 U.S.C. § 116. The statute does not set forth the minimum quality or quan-

tity of contribution required for joint inventorship.9 [Emphasis added.]

An inventor is, thus, anyone who contributes to the conception of the invention. This is

an inherently fact-specific standard that may be difficult to apply in some cases. The title

or position of a person is not controlling and may not even be relevant. For example, a

medical student doing a one-semester research project in an established faculty mem-

ber’s laboratory may qualify as an inventor of subject matter developed during the

research project.10
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Transfer of Title
Basic Guidelines 

Patent ownership in the United States starts with the inventors. The inventors are pre-

sumed to own their inventions. A written contract, usually called an assignment, is

required to transfer title of any patent or patent application to the university. 

The first contract transferring ownership to the university should be the university

employment agreement or other contract allowing someone to do research at the univer-

sity (e.g., a visiting researcher agreement). In these contracts, the ownership of any

patentable inventions should be prospectively assigned to the university as a condition of

employment, permission to use university facilities, etc. An example of the assignment

clause in an employment agreement is:

[In exchange for good and valuable consideration, the receipt and sufficiency of

which I hereby acknowledge,] I agree to assign, and hereby do assign, to UNIVER-

SITY all right, title and interest in and to inventions, including all intellectual and

tangible rights therein, whether or not patentable, which I have reduced to prac-

tice or conceived, or which I may hereafter reduce to practice or conceive, either

solely or jointly with others, i) in the course of my employment, ii) with the use of

the time, material or facilities of UNIVERSITY, or iii) relating to the research

which I perform at the UNIVERSITY during my employment.11 I further agree to

execute documents confirming and memorializing the above assignment at the

UNIVERSITY’s request, regardless of whether such request is made during or after

the termination of my relationship with the UNIVERSITY.

The bracketed text or its equivalent should be elsewhere in an employment agreement

and should apply to the terms of the agreement generally. If the assignment provision is,

e.g., added as a standalone addendum, it would be helpful to include the bracketed text. 

A confirming assignment should be included with the invention disclosure documents.

The disclosing individuals should all execute this confirmation assignment. Upon full elu-
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cidation of the inventorship per the previous section, additional confirmation assignments

should be secured as necessary.

Finally, a third confirmation assignment should be executed along with or after

filing a patent application. This document should specify the serial numbers of the appli-

cations for clarity or provide that the attorney may add such information when available.

This third assignment should then be filed with the U.S. Patent and Trademark Office

(USPTO), preferably within three months of the patent application filing date.12

For an example assignment, see the Appendix.

Uncooperative Inventors

What do you do if you do not have any of the foregoing contracts and one or more inven-

tors refuses to sign over title to an invention? This can happen, for example, with former

faculty who clearly conceived an invention while at the university, but did not reduce it to

practice until after the end of employment. These situations can be very difficult, espe-

cially when another institution provided the resources for reducing the invention to prac-

tice and, therefore, believes it is entitled to own the invention. Usually these matters are

resolved by negotiation. Legal counsel should be consulted to evaluate the facts and evi-

dence to determine what rights the university has and the prospects of enforcing those

rights from a practical perspective.

Detailed Discussion

Once an institution has identified the inventors, the next step is to secure transfer of title

from the inventors. Transfers of title are governed by contract law. Generally, the con-

tract must expressly state that ownership of the invention is being transferred. There are

limited circumstances where an implied contract term13 or a fiduciary obligation14 may be

asserted to transfer patent ownership. 

Even where an unwritten basis is invoked to effect transfer of title, a writing must be

executed or legal title remains with the inventor.15 An assignment document need not be

recorded with the USPTO to be valid. However, failure to record the assignment can

result in loss of ownership if a later party, unaware of the prior assignment, buys a

patent/application from an inventor.16
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Recording the assignment of a base application at the USPTO, which by the assignment’s

terms applies to later continuing applications, is effective for constructive notice purposes

for continuations or divisional applications of that base application.17 Exceptions are pro-

visional patent applications where the subsequent application includes additional material

not common with subject matter of the provisional application and continuations-in-part

applications, which by definition include subject matter that is not in common with the

application from which it continues.18 A recorded assignment of a provisional patent

application is not effective notice for applications claiming the benefit of the provisional if

the subsequent application includes new matter relative to the provisional application.19

A continuation-in-part application (CIP) should have the base application’s assignment

rerecorded for the CIP or a new assignment executed and recorded, depending on the

terms of the base application’s assignment.20

The Bayh-Dole Act

Much of academic research is supported at least in part with federal research money.

There is an emerging body of law suggesting that the Bayh-Dole Act may, in effect, alter

the way ownership and title is determined when federal money supported the underlying

research. The Bayh-Dole Act provides for ownership of such inventions on the following

general terms:

Each nonprofit organization or small-business firm may, within a reasonable time

after disclosure [to the funding agency], elect to retain title to any subject invention.

If a contractor does not elect to retain title to a subject invention, the federal

agency may consider and, after consultation with the contractor, grant requests

for retention of rights by the inventor.

The plain language of the Bayh-Dole Act creates a statutory right to university ownership

of inventions from federally sponsored research upon following the procedures required

by the act. Implicit in this is the fact that the federal government otherwise has title to

any such inventions.21 If the recipient of federal funds fails to elect title to a federally

funded invention within timeframes specified in the Bayh-Dole Act, title to the invention
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does not automatically by default rest with the federal government. The federal govern-

ment must request title from the contractor in writing in the event that a federal contrac-

tor fails to elect title and it must do so within sixty days of learning of the contractor’s

failure (37 CFR 401.14 (d)). Under this statutory scheme, one could easily conclude that

the inventor does not own such an invention by virtue of inventorship and can only

obtain ownership if the university declines title and the funding federal agency con-

sents.22 This has been the basis for some district courts voiding an assignment by an aca-

demic inventor to a private company.23

Patent title is transferred from the federal government to a university upon meeting the

requirements of the Bayh-Dole Act (35 U.S.C. § 202). The inventor can only secure title

from the federal government after it is declined by the university. 

Creating Contractual Ownership Rights: Employees

A university should have a written assignment and an enforceable contractual obligation

to execute further documents to memorialize such an assignment.

Prospective Assignment

Ideally, an inventor should prospectively assign all inventions to the university such that,

upon conception, legal title (and any patent/application thereon) instantly vests in the

university. Traditionally, this prospective assignment mechanism has been viewed as an

untested and, therefore, unreliable means of transferring title. This was further compli-

cated because state contract law is applied to determine an assignment’s validity. Thus, a

prospective assignment provision might be enforceable in Texas but not enforceable in

California. The law has changed significantly in this area in the past few years.24 The cur-

rent law is summarized in the recently decided DDB Technologies L.L.C. v. MLB

Advanced Media L.P., 517 F.3d 1284, 1290 (Fed. Cir. 2008):

Although state law governs the interpretation of contracts generally, the question

of whether a patent assignment clause creates an automatic assignment or merely

an obligation to assign is intimately bound up with the question of standing in

patent cases. We have accordingly treated it as a matter of federal law. Applying
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federal law, we have held that whether an assignment of patent rights in an agree-

ment such as the one in this case is automatic, requiring no further act on the part

of the assignee, or merely a promise to assign depends on the contractual lan-

guage. If the contract expressly grants rights in future inventions, “no further

act [is] required once an invention [comes] into being,” and “the transfer of

title [occurs] by operation of law.” Contracts that merely obligate the inventor

to grant rights in the future, by contrast, “may vest the promisee with equitable

rights in those inventions once made,” but do not by themselves “vest legal title to

patents on the inventions in the promisee.” [Emphasis added.]

Because the enforceability and effect of a prospective patent assignment is now national-

ly uniform, contractual language should be written to effect such transfers.25 In addition,

there should be language obligating the inventor to execute patent application-specific

documents to facilitate recordation of assignments (sample language above).

Obligation to Assign

Some contracts do not effect transfer of title per se, but obligate the inventor to execute

an assignment. If assignment does not happen by operation of a prospective contract pro-

vision, a postinvention assignment should be executed at the earliest possible point. A

convenient way to secure assignments is to make a standard form assignment part of the

invention disclosure paperwork. Risks in using an obligation-to-assign clause include prior

sale by an inventor to an innocent purchaser or by probate to one or more heirs. These

situations raise difficult legal questions such as the nature of the university’s rights and

under what circumstances such rights may be enforced against persons not a party to the

employment agreement. However, universities generally encounter such circumstances

on a very infrequent basis. 

Postfiling Assignment Confirmation

Postfiling assignment confirmations are useful for at least three reasons. First, a universi-

ty may not want to publicly record an employment agreement. Second, a prospective

assignment necessarily lacks specific identification information for any resulting patent

applications. Third, assignment confirmations help ensure that an inventor does not later
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assert that an invention was somehow not conceived and/or reduced to practice during a

period of employment, and, thus, not assigned by operation of an employment agreement

Thus, inventors should be obligated to execute an assignment confirmation document,

identifying any application by title and serial number.

Integrating Intellectual Property Policies with Contractual Agreements

Most universities use institutional regulations, commonly in the form of intellectual prop-

erty (IP) policies, to determine invention ownership. These policies should be included in

an employment agreement as an appendix or by specific reference.

What if the intellectual property policy is not expressly made part of an employ-

ment contract? If not included in an employment agreement, a university IP policy may

or may not be enforceable as an implied contract, depending on state contract law.26 The

general rule is that a contract, once formed, may not be modified except by further

mutual agreement. There is also a general presumption that a written agreement is the

complete agreement. In cases where a written employment or other agreement exists,

there will often be an integration clause. This integration clause explicitly disallows

implying additional contractual terms into the employment agreement. Asserting that an

IP policy forms implied contractual terms of an employment agreement may not be possi-

ble in such circumstances. It is, thus, important that employment agreements incorporate

an IP policy explicitly.

What happens if the IP policy changes? The default assumption should be that a unilat-

eral change in a university IP policy will not be effective for pre-existing contracts.

Rather, the terms of the IP policy when the contract was executed should be assumed to

still apply. This is because contract terms generally are modified by mutual consent of the

contracting parties. In many modern contracts, there is also an explicit integration clause

that precludes modifying the terms of a contract except by a written document signed by

both parties. A rewritten IP policy posted on the university Web site and mailed to faculty,

for example, would not qualify.
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One may still try to bind an employee to any modifications of the IP policy by expressly

allowing modification by the university with notice to the employee. Any integration

clause should be modified to accommodate this. There is a divergence of opinion as to

whether an employee can be bound by a unilateral change of such terms, even when

expressly agreed to in a contract. To ensure the maximum likelihood of enforceability, an

employment agreement should condition continued employment and access/use of uni-

versity resources on acceptance by a university employee of any modified IP policy upon

notice to the employee. The result of such an approach is dependent on state law and

should be vetted with counsel before being relied upon. The same analysis applies when

amending an existing employment agreement to add on a university IP policy.

Creating Contractual Ownership Rights without a Written Agreement

As discussed above, anyone contributing to the conception of an invention may be

deemed an inventor. Consequently, nonemployees may end up being joint inventors with

university employees, possibly resulting in a split of ownership. Visiting scientists, stu-

dents, or fellows performing research with faculty should be required to execute agree-

ments transferring ownership of any resulting inventions to the university. If no agree-

ment is executed, a university IP policy may not be sufficient to ensure transfer of own-

ership. In one Federal Circuit case on point, a university IP policy was enforced as a bind-

ing contract. The facts and circumstances of this case are informative. Regents of Univ.

of N.M. v. Knight, 321 F.3d 1111 (Fed. Cir. 2003):

• State law allowed for the possibility that the IP policy could be an implied contractual

term of employment. 

• The inventors had knowledge of the existence of the IP policy. 

• The inventors evidenced an intent to be bound by the IP policy by the execution of

documents and/or other actions pursuant to the requirements of the IP policy.27

As shown above, implied contracts are based on facts in evidence showing an unwritten

contractual agreement among the parties. This would be the type of evidence needed to

have a reasonable basis for asserting an IP policy against, e.g., an undergraduate student.
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Notes
1. E.g., 35 U.S.C. § 152 (United States Patent and Trademark Office (USPTO) Manual

of Patent Examining Procedure (MPEP), Appendix L, through September 30,

2007) (Issue of patent to assignee).

2. 35 U.S.C. § 111 (“An application for patent shall be made, or authorized to be made,

by the inventor, except as otherwise provided in this title. ...”); the Patent

Cooperation Treaty allows an international patent application to be filed by an owner

as the applicant. This allows entry into most countries’ patent systems in national

stage applications. A national stage application in the United States must comply

with the same inventorship requirements as a regular domestic patent filing. 35

U.S.C. § 371(c)(4).

3. The term university is used to refer generally to 503(c) organizations dedicated to

research and/or educational activities.

4. 35 U.S.C. § 116 (USPTO MPEP, Appendix L, through September 30, 2007).

5. 35 U.S.C. § 111(b) (USPTO MPEP, Appendix L, through September 30, 2007).

6. 35 U.S.C. § 119(e) (USPTO MPEP, Appendix L, through September 30, 2007).

7. Pannu v. Iolab Corp., 155 F.3d 1344, 1349-50 (Fed. Cir. 1998); correction for an

honest mistake is available under 35 U.S.C. § 256.

8. While this article focuses on U.S. legal requirements, inventorship is an issue for

ownership of patents in many other jurisdictions. See, e.g., Convention on the Grant

of European Patents (European Patent Convention), Art. 60 Right to a European

patent, (1) The right to a European patent shall belong to the inventor or his suc-

cessor in title. If the inventor is an employee, the right to a European patent shall be

determined in accordance with the law of the state in which the employee is mainly

employed; if the state in which the employee is mainly employed cannot be deter-

mined, the law to be applied shall be that of the state in which the employer has the

place of business to which the employee is attached. Canada, Patent Act ( R.S.,

1985, c. P-4 ), section 27, (1) The commissioner shall grant a patent for an invention

to the inventor or the inventor’s legal representative if an application for the patent

in Canada is filed in accordance with this act and all other requirements for the

issuance of a patent under this act are met. Japan, Patent Act (Act No. 121 of 1959

through the revisions of Act No.75 of 2005(Effective November 1, 2005)), Article
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123 (Trial for patent invalidation), (1) Where a patent falls under any of the following,

a request for a trial for patent invalidation may be filed. In the event of two or more

claims, a request for a trial for patent invalidation may be filed for each claim…(vi)

where the patent has been granted on a patent application filed by a person who is

not the inventor and has not succeeded to the right to obtain a patent for the said

invention….. Cf, Peoples Republic of China, Patent law of the People’s Republic of

China (as revised by the 17th Session of the Standing Committee of the Ninth

National People’s Congress on August 25, 2000), Chapter 1: General Provisions,

Article 6. An invention-creation, made by a person in execution of the tasks of the

entity to which he belongs, or made by him by mainly using the material and techni-

cal means of the entity is a service invention. For a service invention-creation, the

right to apply for a patent belongs to the entity. After the application is approved,

the entity shall be the patentee. For a nonservice invention-creation, the right to

apply for a patent belongs to the inventor or creator. After the application is

approved, the inventor or creator shall be the patentee. For an invention-creation,

made by a person by using the material and technical means of the entity to which

he belongs, and where the entity and the inventor or creator has entered into an

agreement under which there is provision on who has right to apply for a patent and

to whom the patent right belongs, the provisions of the agreement shall prevail.

9. Burroughs Wellcome Co. v. Barr Lab., 40 F.3d 1223, 1227-28 (Fed. Cir. 1994);

Stern v. Trs. of Columbia Univ., 434 F.3d 1375, 1378 (Fed. Cir. 2006) (“Because

‘conception is the touchstone of inventorship,’ each joint inventor must generally

contribute to the conception of the invention.”).

10. Stern, 434 F.3d at 1377; inventorship is discussed further at Vol. 1, Part 1, Chapter

15.4 (3rd ed.).

11. Derived from language held enforceable in Imatec, Ltd. v. Apple Computer, Inc., 15

Fed. Appx. 887, 2001 U.S. App. LEXIS 16841 (Fed. Cir. 2001).

12. 35 U.S.C. § 261 (USPTO MPEP, Appendix L, through September 30, 2007).

13. Banks v. Unisys Corp., 228 F.3d 1357, 2000 U.S. App. LEXIS 23907, 56 U.S.P.Q.2d

(BNA) 1222 (Fed. Cir. 2000) (“[W]here an employee is hired to invent something or

solve a particular problem, the property of the invention related to this effort may

belong to the employer. … When applying the ‘employed to invent’ exception, a
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court must examine the employment relationship at the time of the inventive work

to determine if the parties entered an implied-in-fact contract to assign patent

rights. State contract principles provide the rules for identifying and enforcing

implied-in-fact contracts.”) [internal quotes and citations omitted]. Standardized

contract language often includes an integration clause. If a faculty employment

agreement has such a provision, it likely will preclude implied-in-fact contract terms.

Some cite a North Carolina state court ruling as creating a per se rule that university

faculty are hired to invent under North Carolina law. Speck v. North Carolina

Dairy Foundation Inc. et. al., 311 N.C. 679, 319 S.E. 2d 139 (1984). This is not a

patent case. Id. at 687 (“The secret process developed by the plaintiffs was not

patentable, and this fact was recognized by the plaintiffs at the time they discovered

the process.”) Any application of this ruling to the patent realm is speculative.

14. An executive-level employee (e.g., a university president) with responsibility for a

particular area, may be held to a general fiduciary obligation and required to assign

patent rights for inventions related to the executive’s area of responsibility. E.g.,

Davis v. Alwac International Inc., 369 S.W.2d 797 (Tex. Civ. App. — Beaumont

1963, reh’g denied).

15. 35 U.S.C. § 261 (USPTO MPEP, Appendix L, through September 30, 2007).

16. Id. (“An assignment, grant, or conveyance shall be void as against any subsequent

purchaser or mortgagee for a valuable consideration, without notice, unless it is

recorded in the Patent and Trademark Office within three months from its date or

prior to the date of such subsequent purchase or mortgage.”).

17. M.P.E.P. § 306 (USPTO MPEP through September 30, 2007).

18. Id. M.P.E.P. § 306.01 (USPTO MPEP through September 30, 2007).

19. Id.

20. M.P.E.P. § 306 (USPTO MPEP through September 30, 2007).

21. TM Patents L.P. v. IBM, 121 F. Supp. 2d 349, 368 (SDNY 2000):

The United States has title to all “subject inventions” made in performing work

under a funding agreement with a research organization such as M.I.T. By statute,

“subject invention” is defined as “any invention of the contractor conceived or first

actually reduced to practice in the performance of work under a funding agree-

ment.” 35 U.S.C. § 201(e).
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22. Fenn v. Yale Univ., 184 Fed. Appx. 21  (Fed. Cir. 2006) (“[P]ursuant to the Bayh-

Dole Act, a federal agency such as the NIH may only grant an inventor’s request to

retain rights to an invention subject to the Act when the contractor (in this case

Yale) has elected not to retain rights to the invention.”).

23. TM Patents, L.P., 121 F. Supp. 2d at 368; Bd. of Trs. v. Roche Molecular Sys., 487

F. Supp. 2d 1099, 1117-19 (NDCA 2007) (“The VCA effectively assigned any rights

that Holodniy had in the patented invention to Cetus. This does not end the inquiry,

however, as Stanford claims that Holodniy had no interest to assign based on the

Bayh-Dole Act. …. Holodniy’s purported assignment to Cetus conflicted with the

legal requirements of the Bayh-Dole Act, which mandated that Stanford be given a

superior right to retain title to the patents. … Because Stanford exercised its right

and obtained title in the patents, Holodniy had no interest to assign to Cetus. The

assignment provision in the VCA is therefore void ….”).

24. Speedplay, Inc. v. Bebop, Inc., 211 F.3d 1245, 1253 (Fed. Cir. 2000); Arachnid,

Inc. v. Merit Indus., Inc., 939 F.2d 1574, 1580-81 (Fed. Cir. 1991); FilmTec Corp.

v. Allied-Signal Inc., 939 F.2d 1568, 1572 (Fed. Cir. 1991).

25. FilmTec, 939 F.2d at 1573 (Contract provided that inventor “agrees to grant and

does hereby grant” all rights in future inventions.); Speedplay, 211 F.3d at 1253

(Contract provided that employee’s inventions within the scope of the agreement

“shall belong exclusively to [employer] and [employee] hereby conveys, transfers,

and assigns to [employer] . . . all right, title and interest in and to Inventions.”).

26. Regents of Univ. of N.M. v. Knight, 321 F.3d 1111, 1122 (Fed. Cir. 2003)

(“Although Knight, as a faculty staff member, had no employment contract with

UNM, he too was bound by the Patent Policy. Under New Mexico law, a written per-

sonnel policy may form an implied employment contract. The 1983 UNM Patent

Policy thus created an implied contract between Knight and UNM that governed the

relationship between Knight and UNM. Thus, we agree with the district court’s con-

clusion that both Scallen and Knight were bound by the Patent Policy.”). See also: 

• Univ. of W. Va. v. VanVoorhies, 278 F.3d 1288, 1298 (Fed. Cir. 2002): The

Federal Circuit summarized the effect of the IP policy at issue thusly, “Under the

policy, WVU owns all inventions that are made by University personnel or made
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with substantial use of University resources. The policy states nothing about

WVU’s ownership interest being subject to the election of University personnel.

Thus, any inventions made by VanVoorhies pursuant to his graduate studies right-

fully belong to WVU.” Taken out of context, this seems to be a blanket endorse-

ment of the enforceability of an IP policy as a binding contract. One problem with

relying on the quoted language as a general rule is that the enforceability of an IP

policy as a contract is determined by state contract law, not federal law. Thus, at

best, the above quote is specific to West Virginia. The second problem with the

quoted language is that it is dicta, that is, it is not a determination of the law used

to decide the case. In the case, a written assignment agreement was in place that

included any continuing applications from the application specifically assigned.

University of West Virginia Bd. of Trustees v. VanVoorhies, 84 F. Supp. 2d 759,

773-774 (ND WV 2000). The university IP policy was at issue in VanVoorhies’

related fraud claims, where the inventor actually relied on the IP policy. Id. at 771.

Because the above quote was dicta and pertains specifically to West Virginia, it

does not create a federal rule deeming university IP policies as contractually bind-

ing for patent ownership determinations.

• Chou v. Univ. of Chi., 254 F.3d 1347, 1357 (Fed. Cir. 2001): The inventor in this

case accepted a position with the university. “The basic terms and conditions of

the employment agreement are set out in the letter of appointment received from

the Provost’s Office.” The letter of appointment incorporated the administrative

policies of the university, which included an obligation to assign inventions to the

university. “The inventor accepted her appointment, thereby assuming the obliga-

tions set out in the University’s policies.” Contracts, while usually formed by coun-

tersignatures to a written document, may also be formed by such actions in

response to an offer of employment. The inventor accepted employment under the

express terms of her letter of appointment by the act of assuming her duties

under the appointment. The terms of her employment expressly incorporated the

university patent policy. This is, therefore, not a case where an IP policy was

enforced as an implied contract, the policy was expressly incorporated as a term

of the employment agreement.
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27. Regents of Univ. of N.M., 321 F.3d at 1120 (Fed. Cir. 2003) (“Moreover, both

Scallen and Knight acted as though they intended to be bound by the Patent Policy.

… Until that point, Scallen and Knight had acted as though they were obligated to

assign their inventions to UNM and to cooperate in the prosecution of related patent

applications.”)

28. Derived from language held enforceable in Imatec, Ltd. v. Apple Computer Inc., 15

Fed. Appx. 887, 2001 U.S. App. LEXIS 16841 (Fed. Cir. 2001).

Page 17

©2009 Association of University Technology Managers Effective: January 2009.

®AUTM Technology Transfer Practice Manual™ 3rd Edition
Volume 3

Part 2



Ownership of University Inventions in the United States

Allen E. White, PhD, JD

Appendix
Intellectual Property Assignment Agreement

The following are exemplary in nature in the context of the various agreements specified

and reflect a general approach for securing ownership.

Example Clauses for Employment Contracts
Intellectual Property

Inventions

[In exchange for good and valuable consideration, the receipt and sufficiency of which I

hereby acknowledge,] I agree to assign, and hereby do assign, to UNIVERSITY all right,

title and interest in and to inventions, including all intellectual and tangible rights there-

in, whether or not patentable, which I have reduced to practice or conceived, or which I

may hereafter reduce to practice or conceive, either solely or jointly with others,1) in the

course of my employment,2) with the use of the time, material or facilities of UNIVERSI-

TY, or3) relating to the research which I perform at the UNIVERSITY during my employ-

ment.28 I further agree to execute documents confirming and memorializing the above

assignment at the UNIVERSITY’s request, regardless of whether such request is made

during or after the termination of my relationship with the UNIVERSITY.

The bracketed text or its equivalent should be elsewhere in an employment

agreement and should apply to the terms of the agreement generally. If the assign-

ment provision is, e.g., added as a standalone addendum, it would be helpful to

include the bracketed text.

Works of Authorship

I acknowledge that all works of authorship I create within the scope of my employment

shall be the exclusive property of UNIVERSITY for all purposes. I further acknowledge

that any copyrights in these works shall be the exclusive property of UNIVERSITY as a

“work-for-hire” pursuant to 17 U.S.C. § 201(b). To the extent a work of authorship I cre-

ate within the scope of my employment is deemed not to be a “work-for-hire,” I hereby
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irrevocably and exclusively assign and grant to UNIVERSITY all of my right, title and

interest, in such works of authorship. I further agree to execute documents confirming

and memorializing the above assignment at the UNIVERSITY’s request.

University Intellectual Property Policy

I acknowledge that the University Intellectual Property policy (attached as appendix X)

forms a part of this employment agreement. I agree to follow the procedures and require-

ments of the Intellectual Property policy, including, but not limited to, the requirements

for prompt disclosure of any inventions. I further acknowledge that the University may

modify the Intellectual Property policy during my employment, with notice to me by

[mail, posting, email]. I agree that any such modification the Intellectual Property policy

shall be binding on me to the maximum extent permitted by law. I acknowledge my con-

tinued employment will be contingent on acceptance of such Intellectual Property policy

modifications and that my continued activities as an employee, after notice of the modifi-

cation(s), shall constitute my acceptance of such modifications. I expressly waive and

agree to be estopped from raising any issue of lack of separate consideration for any such

modification to the Intellectual Property policy in effect at the time of this agreement. In

case of conflict between this agreement and the Intellectual Property policy, I agree the

Intellectual Property policy (and any modifications thereto) shall be controlling.

Example Clause for Invention Disclosure Forms
For UNIVERSITY employees, visiting researchers and students: I agree that all research

materials, notes and records generated during my [employment with UNIVERSITY]

[research activities at UNIVERSITY] are the property of UNIVERSITY, including specifi-

cally any such materials related to the subject matter of this invention disclosure. I here-

by assign all of my rights in this invention to UNIVERSITY for good and valuable consid-

eration, the receipt of which is acknowledged by me.

Example Standalone Patent Assignment Contract
Assignment

For good and valuable consideration, the receipt and sufficiency of which are hereby
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acknowledged, each undersigned inventor has sold and assigned, and by these presents

hereby sells and assigns, unto UNIVERSITY, (hereinafter ASSIGNEE) all right, title, and

interest in and to his invention relating to

[TITLE HERE]

as set forth in the United States and/or PCT patent application(s)

Serial No. filed ____________ filed ______________

executed concurrently herewith

executed on ______________

[Repeat for each application assigned.]

in and to said United States and/or PCT Patent Applications, including any and all divi-

sions and continuations or National Stage applications, respectively, thereof and in and to

any and all Letters Patent of the United States which may issue on any such application

or for said invention, including any and all reissues or extensions thereof and all applica-

tions for Letters Patent which may hereafter be filed for said invention in any country or

countries foreign to the United States, and all Letters Patent which may be granted for

said invention in any country or countries foreign to the United States and all divisions,

continuations, continuations-in-part, additions, extensions, renewals, re-examinations

and/or reissues thereof and all rights of priority in any such country or countries based

upon the filing of the said application for Letters Patent of the United States, and/or said

PCT Patent Application, which are created by any law, treaty or international convention;

to be held and enjoyed by said ASSIGNEE, its successors, legal representatives and

assigns to the full end of the term or terms for which any and all such Letters Patent may

be granted as fully and entirely as would have been held and enjoyed by the undersigned

had this Assignment not been made;

Each of the undersigned hereby authorizes and requests the U.S. Commissioner of

Patents and Trademarks, and any and all foreign patent issuing authorities, to issue such

Letters Patent to said ASSIGNEE, its successors or assigns in accordance herewith;
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Each of the undersigned warrants and covenants that he has the full and unencumbered

right to sell and assign the interests herein sold and assigned and that he has not execut-

ed and will not execute any document or instrument in conflict herewith;

Each of the undersigned further covenants and agrees that at any time upon request of

said ASSIGNEE, its successors, legal representatives or assigns he will communicate to

said ASSIGNEE, its successors, legal representatives or assigns all information known to

him relating to said invention or patent application and that he will execute and deliver

any papers, make all rightful oaths, testify in any legal proceedings and perform all other

lawful acts deemed necessary or desirable by said ASSIGNEE, its successors, legal repre-

sentatives or assigns to perfect title to said invention, to said application(s) including

divisions, continuations, reissues, extensions, additions and renewals thereof and to any

and all Letters Patent which may be granted therefor or thereon, in said ASSIGNEE, its

successors, or assigns or to assist said ASSIGNEE, its successors, legal representatives or

assigns in obtaining, reissuing or enforcing Letters Patent for said invention;

Each of the undersigned hereby grants to all practitioners associated with U.S. Patent

and Trademark Office customer number XXXXX, including specifically [Name of

Attorney] (USPTO registration number) and including specifically [Name of Attorney]

(USPTO registration number) the power to insert in this Assignment any further identifi-

cation which may be necessary or desirable to comply with the rules of the U.S. Patent

and Trademark Office or any foreign patent issuing authority for recordation of this

Assignment.

Page 21

©2009 Association of University Technology Managers Effective: January 2009.

®AUTM Technology Transfer Practice Manual™ 3rd Edition
Volume 3

Part 2



Ownership of University Inventions in the United States

Allen E. White, PhD, JD

Names and Signatures of Inventors:

_____________________________         _____________________________  

_____________________________  Date_____________________________  Date_______

_____________________________         _____________________________  

_____________________________  Date_____________________________  Date_______

Names and Signatures of Witnesses:

____________________________         _____________________________  

_____________________________  Date_____________________________  Date_______

_____________________________         _____________________________  

_____________________________  Date_____________________________  Date_______

Executed this _____day of ______________________, 2007, at _____________________.

_______________________________

(Signature)

Optional Notarization:

State of ___________________________ County of ________________________

Before me personally appeared _________________________________________, and

acknowledged the foregoing instrument to be his free act and 

deed this day of____________, 2007.

Seal

_______________________________

(Notary Public)
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