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Introduction 
In this chapter, we delve into the topic of ownership, including how to identify ownership

of patent rights, the rights of co-owners, determining whether there is an obligation of

researchers to assign ownership rights to universities, and how patent rights are typically

transferred to the university. How the Bayh-Dole Act may impact ownership rights is also

briefly covered. Finally, we arrive at our general conclusions and recommendations. 

Though our focus here is on patent rights, technology property rights can be in other

forms, for example, kept as a trade secret.1 Keep in mind that the discussion contained in

this chapter is for general educational purposes only. It is the opinion of the authors, and

not of the authors’ firm or clients. Further, the discussion contained in this chapter does

not constitute legal advice and may not apply to specific fact situations. Advice of patent

counsel is recommended for questions on specific situations. 

Identifying Owners Starts with Identifying Inventors and Applicants
Under United States law, original ownership of patent rights is in the inventors. Absent

some obligation or actual transfer of rights, the inventors hold the rights to apply for and

obtain a patent on their invention.2 Further, “[t]he validity of a patent requires that the

inventors be correctly named.”3 Therefore, the question of ownership often starts with

the determination: who are the inventors? 

Who is included as an inventor or co-inventor of a given invention is a legal determination

that is beyond the scope of this chapter. However, we shall address several basic princi-

ples of inventorship that—in the context of university research—are often the subject of

confusion. 
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Co-authors Are often not Co-inventors

It does not follow that a co-author of a publication detailing the same work that is the

subject of a patent application must also be a co-inventor. For example, to be an inventor,

the researcher must contribute to the conception of at least one claim. Though inven-

tions are often reduced to practice in laboratory, a researcher who only contributes to

reduction to practice is generally not an inventor,4 though they may normally be included

as an author on a scientific publication. Also, the main focus of a scientific article is often

not the same as the focus of the claims of a patent application. 

Co-inventor Must Be Co-applicants, but Co-applicants 
Need not Be Co-inventors

As noted above, in the United States, the inventors are the original owners of an inven-

tion and are originally entitled to apply for a patent on that invention in exchange for dis-

closing their invention to the public. To exercise their right to apply for a patent, all joint

inventors must jointly apply for a patent application,5 and the “patent is applied for in the

name or names of the actual inventor or inventors.”6

However, inventors may apply for a patent jointly (thus, be co-applicants) even though

each inventor did not make a contribution to the subject matter of every claim of the

application (i.e., are not co-inventors of the subject matter of every claim).7 When differ-

ent inventions are closely related, this creates a frequent source of confusion. Consider

the following hypothetical: 

Professor A and Postdoctoral Researcher B, working in close collaboration, together con-

ceive and reduce to practice a monoclonal antibody that binds to protein X. Further, they

together conceive that the antibody has therapeutic uses in the treatment of cancer. Both

are employed by Alpha University. After completing their laboratory notebook entries

describing the foregoing, they write to their friend, Dr. C (employed at Gamma Corp.)

and describe their findings. C then writes back and suggests the attractiveness of particular

therapeutic group Y. A and B are excited about C’s suggestion because they had never

heard of therapeutic group Y and call him back by phone. Continuing the discussion, A,

B, and C together conceive of a specific molecular design in which Y is covalently coupled
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to the monoclonal by linker Z. A and B then report all of this to their technology transfer

officer at Alpha University, as C simultaneously reports all of this to his licensing execu-

tive at Gamma Corp. 

Setting aside questions of prior art (potentially complicated in this situation), how can

patent applications on these inventions be structured, and how would they then influence

or alter ownership? 

One approach, as shown in Table 1, is to file a single application. Four claims tracking key

points in the genesis of the inventions are shown, with their corresponding inventors.

A+B are clearly co-inventors of claims 1 and 2 and must apply together. C is considered

the sole inventor of claim 3, but can be included in the application as a co-applicant.

Likewise, A+B+C is a distinct inventive entity, but can be included in the application as

well. Given the assignment obligations of each inventor, the application as a whole is

co-owned by Alpha University and Gamma Corp. 

Table 1: Single Filing
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Application 1

Inventors Claims

A+B 1. A monoclonal antibody that
specifically binds to protein X

A+B 2. The monoclonal antibody of
claim 1 coupled to a therapeu-
tic group

C 3. The monoclonal antibody of
claim 1 coupled to therapeutic
group Y

A+B+C 4. The monoclonal antibody of
claim 3 covalently coupled to
therapeutic group Y by linking
group Z

Owners of 1:
Alpha University and Gamma Corp.
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On reflection, Alpha University may decide its licensing position is significantly diluted by

co-mingling claims 1 and 2 with claims 3 and 4. So, Alpha University may insist on parti-

tioning the claims (perfectly legitimate) and filing a pair of applications, as set forth in

Table 2.

Table 2: Pair of Filings

Again, this can be a perfectly legitimate approach for the filing of applications in the

United States. Of course, Gamma Corp. may have similar feelings about co-mingling its

independently owned intellectual property with that of Alpha University and may request

a further split of the filings, as set forth in Table 3. 

Note that the same result in Table 3 can be achieved from an initial filing as in Table 1 by

canceling claims in the single filing and then filing continuing applications with the par-

titioned claims. Inventorship, and consequently ownership, would then be updated

accordingly. The importance of appropriately partitioning claims in such a situation is

underlined by the discussion contained in the next section, which pertains to the rights

of co-owners. 
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Application 1 Application 2

Inventors Claim Inventors Claim

A+B 1. A monoclonal antibody
that specifically binds to
protein X

C 1. A monoclonal antibody
that specifically binds to
protein X coupled to ther-
apeutic group Y

A+B 2. The monoclonal anti-
body of claim 1 coupled
to a therapeutic group

A+B+C 2. The monoclonal anti-
body of claim 2 covalently
coupled to therapeutic
group Y by linking group
Z

Owner of 1:
Alpha University

Owners of 2:
Alpha University and Gamma Corp.
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Table 3: Three Filings

Co-owners Have an Equal 
and Undivided Interest and 
May Independently License
Patent Rights
Under 35 U.S.C. § 116, each co-applicant,

or the co-applicant’s assignee, is a co-

owner with equal and undivided interest

in the entire patent if the inventor co-applicant contributed to the conception of at least

one claim and may freely and independently license or sell his or her rights without

accounting to the other co-owners.8 A co-owner may also refuse to join in an infringe-

ment suit, effectively impeding the other co-owners’ ability to sue infringers.9

In Ethicon Inc. v. United States Surgical Corp., CAFC 45 USPQ2d 1545, Ethicon filed

suit in 1989 against U.S. Surgical for infringing two claims of its patent on surgical instru-

ments (claims 34 and 50). The patent named InBae Yoon, MD, a medical doctor, as the

sole inventor. While the case was pending, in 1992, U.S. Surgical became aware of Young

Jae Choi, an electronics technician, who it claimed should have been listed as an inventor

on the patent. U.S. Surgical then obtained a retroactive license from Choi to practice the
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Application 1 Application 2

A+B 1. A monoclonal antibody
that specifically binds to
protein X

C 1. A monoclonal antibody
that specifically binds to
protein X coupled to ther-
apeutic group Y

A+B 2. The monoclonal anti-
body of claim 1 coupled
to a therapeutic group

Owner of 1:
Alpha University

Owner of 2:
Gamma Corp.

Application 3

A+B+C 1. A monoclonal antibody
that specifically binds to
protein X covalently cou-
pled to therapeutic group
Y by linking group Z

Owners of 3:
Alpha University and Gamma Corp.
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invention. The court found that Choi contributed to the conception of two of the 55

claims (claims 33 and 47), and, therefore, was a co-inventor and co-owner of the patent. 

As a result, Choi, an inventor on 2 claims out of the 55 claims of a patent application and

different claims than those that were being enforced, had the power to license rights in

the entire patent and could effectively prevent another joint inventor from enforcing the

patent against a potential infringer. Given the power of each co-owner over a patent, it is

useful to determine at the outset of prosecution who the inventors are for each claim of

the patent and tailor co-applicant filing strategies accordingly. 

Researcher Inventors Are often under an Obligation to 
Assign Patent Rights to the University
Though under U.S. law an invention is originally owned by the inventors, often the

inventors at a university are researcher employees acting under the duties of their

employment and are under express and/or implied agreements to transfer any property

rights arising from the invention to their employer, the university. Such agreements are

normally governed by state law. 

The basic principle that invention ownership originates in the inventor still applies in an

employer-employee relationship. However, there are two exceptions and one limitation to

the rule in this context.10 The first exception is an express agreement of the employee to

assign patent rights to the employer. The second exception is when the employee was

hired to solve a particular problem. The limitation is when the employer is entitled to

shop rights in the invention. 

Express Contract to Assign

Preferably, there is an express agreement in place detailing the rights and obligations of

both the researcher and the university regarding patent rights. In many instances, patent

rights are agreed by the researcher to be transferred to the university as an express

condition of employment or continued employment. 

An express written agreement that is a reasonable and legally binding contract and that
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the employee has read, understood, and signed, is preferable. A general university policy

to assign patent rights might also been effective to obligate the researcher to assign

patent rights (depending upon state law),11 and often universities have both in place. 

Hired to Invent or Hired to Solve a Specific Problem 

If there is no express agreement or general patent policy in place, the employee may still

be obligated to assign patent rights to the university under a hired-to-invent theory.12

Under this theory, the researcher is under an obligation to assign patent rights due to an

implied contract because the researcher was hired or later directed to solve a specific

problem and having solved the problem was simply part of the duties of employment. 

However, the burden to show an employee was hired to invent is on the employer, and

various factors are considered by a court to make this determination.13

Shop Rights

In the instance where an employer does not have the right to an assignment of patent

rights, it may still be entitled to shop rights in the invention. This is a nonassignable and

nonexclusive right to use employee’s invention when the employee had used the

employer’s time, facilities, and materials to develop the invention.14

The Obligation of Nonemployee Inventors to 
Assign Patent Rights Is less Clear

Though professors, research assistants, and often postdoctoral researchers are generally

hired as employees of a university, special situations may arise for others making use of

the universities resources. For example, graduate students and undergraduates who may

be contributing to research, but are not technically employees, may be inventors. A faculty

member may be visiting from another university and conducting research without com-

pensation from the host university.15

Though a general policy and signed agreements may be in place for employees, separate

agreements and policies may be needed to clarify the rights of these nonemployee

researchers in possible technology arising from their work.16 
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Assignments of Interest in Patent Rights
General Procedures during Patent Prosecution

During the normal course of prosecuting a patent application, an inventor who is obligated

or otherwise agrees to assign patent rights to the university will be provided an assign-

ment document to be signed and notarized. This document should clearly state that each

inventor is assigning title to the invention to the university and detail the terms of the

transfer of ownership rights. 

Requirements for a Valid Assignment Are Governed by State Law

An assignment document, like an employment agreement, is a contract and must comply

with contract law to be valid. In contrast to patent law, which is governed by federal law,

contract law is primarily state law, and each state may differ in its interpretation and

enforcement of the provisions contained in an assignment. 

Nevertheless, there are general requirements for a valid contract that is commonly

applied. Perhaps the most important is consideration, which is an exchange of value. In

other words, in exchange for the researcher’s assignment of patent rights to the university,

the university is giving the researcher something valuable in return. In the case of a

researcher hired to invent, this may be his or her salary or other compensation.

Universities may also offer other incentives, such as profit sharing. 

The Bona Fide Purchaser

Assignments should be promptly recorded at the U. S. Patent and Trademark Office

(USPTO).17 Underlining the importance of acquiring and recording a valid assignment of

patent rights is the concept of the bona fide purchaser.18 Under this concept, a previous

assignment of property rights is void as against a subsequent bona fide purchaser of the

property. 

To be a bona fide purchaser, the purchase must be for value (e.g., not a gift or for a price

well below market value) and the purchaser must not have notice of the prior assign-

ment. Notice can be actual, where the purchaser knows that the rights have already been

assigned, or constructive, where an assignment is publicly recorded. 
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Therefore, assignments should be duly executed and timely recorded at the USPTO to

guard against the possible ownership claims of a bona fide purchaser. 

Impact of the Bayh-Dole Act on Ownership
The Bayh-Dole Act of 1980 allows universities to elect title to inventions created in whole

or part by research sponsored by the U. S. government (e.g., an National Institutes of

Health grant).19 The act requires that inventors timely report inventions to the university

and requires the university to timely report whether it will elect to pursue patent rights

on an invention. If the university does not elect to receive patent rights and the govern-

ment determines it also does not want to file a patent application, one or more of the

inventors may request to retain ownership, but they must comply with the notification

and reporting procedures of the act. 

Under the Bayh-Dole Act, the government retains a nonexclusive, irrevocable, paid-up

license to practice the invention throughout the world. The government also has march-in

rights, where it may retrieve technology if it is not adequately developed and commercialized

by the assignee. 

Special Provisions that Apply to Nonprofit Organizations 

Nonprofit organizations (e.g., universities) must further comply with certain provisions.20

First, though normally patent rights are similar to other forms of property and are freely

assignable,21 under the Bayh-Dole Act, a nonprofit organization (e.g., a university) may

not assign patent rights to third parties, except to a patent management organization,

without permission. Second, royalties must be shared with the inventors and the remainder

used for scientific research and education. Third, licensing preference must be given to

small businesses. 
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Conclusions and General Recommendations 
Considering the general principles outlined above, it is recommended that ownership of

patent rights be established at the outset of any university relationship, that assignments

of interest to the university are executed and recorded early, and that there is no unnec-

essary co-mingling of the university’s patent assets. 

Get Future Ownership in Patent Rights Established 
up front by Express Agreements

Preferably systems and policies are in place to ensure that the agreement between the

researcher and the university is clear and understood to all involved at the outset of the

employment or other relationship. One practice is to hold the first paycheck until there is

a signed employment agreement accepted by both an employee and the employer to

ensure the employment is undertaken only when the relationship with respect to future

patent rights is established. 

Record Assignments Early

Researchers have a tendency to relocate, and documents requiring their signature are,

therefore, preferably completed sooner rather than later during patent prosecution.

Student and visiting researchers are expected to move on to other positions, and professors

and research assistants also commonly move to other institutions or companies. 

Having to track down an inventor to complete an assignment is much easier when the

inventor is still at the university, rather than in another state or even another country. The

ability to speak with the inventors in person may also be beneficial to answer any questions

they may have regarding the assignment or other documents requiring their signature. 

Remember to Distinguish Co-applicants from Co-inventors

As discussed, inventors may apply for a patent jointly (thus, be co-applicants) even

though they are not co-inventors of the subject matter of every claim. Be sure to distin-

guish co-applicants from co-inventors to sort out filing strategies, as illustrated in the

hypothetical above. Collaborators may seek to obfuscate the distinction between co-inven-

tors and co-applicants when it is to their advantage—and to your disadvantage—to do so. 
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Avoid Co-mingling Ownership in a Single Application

Guard against overlapping ownership claims of patents. Investigate inventorship of each

aspect of the invention, and, if possible, map out the claims. Co-mingle patent rights by

strategy, not by default (e.g., have proper collaborative agreement in place under the

Cooperative Research and Technology Enhancement [CREATE] Act). 

Negotiate the terms of sponsored research contracts and consulting contracts and be

clear on ownership of resulting inventions. Also beware of co-ownership claims hidden

in material transfer agreements, for example, when certain material was used to make

the invention. 

Good Luck!

With these basic principles of determining patent ownership in mind, each university

should develop programs that best suit its needs and promote innovation among its

researchers. Consult your patent counsel for more information on any of these topics and

for more tailored recommendations. 
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Notes
1. See, e.g., Speck v. N.C. Dairy Foundation Inc., 311 N.C. 679, 319 S.E.2d 139

(1984), which involved a dispute over a secret process for the use of lactobacillus

acidophilus in dairy products.  

2. 37 C.F.R. § 3.73(a): “The inventor is presumed to be the owner of a patent applica-

tion, and any patent that may issue therefrom, unless there is an assignment.”  

3. Chou v. Univ. of Chicago, 254 F.3d 1347 (Fed. Cir. 2001) (citing Pannu v. Iolab

Corp., 155 F.3d 1344, 1348-49, 47 USPQ2d 1657, 1661 (Fed. Cir. 1998)). 
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4. Though, of course, there may be exceptions, e.g., when an invention requires reduc-

tion to practice for conception to be complete, the so-called doctrine of “simultane-

ous conception and reduction to practice.”  

5. 37 C.F.R. § 1.45.

6. 37 C.F.R. § 1.41(a). Therefore, the applicants of a patent application are normally

the inventors, though they may have assigned their rights to apply for a patent to

the university (§ 1.46). However, there are some exceptions provided for unavailable

inventors, for example, dead, insane, or incapacitated inventors (§ 1.42, § 1.43).

There is also an exception for inventors who refuse to join in an application or can-

not be found or reached after diligent effort (§ 1.47). In these limited circumstances,

other persons may apply for a patent on behalf of the inventor or inventors (e.g., the

legal representative on behalf of a deceased inventor)(§ 1.41). In the U.S., only natu-

ral persons may apply for a patent, and not, for example, a university, corporation,

etc. Another inventor, or a person who shows a pecuniary interest in the application,

may file on behalf of the inventor or inventors. The inventors may subsequently join

in the application. Therefore, while the applicants of a patent application are gener-

ally the inventors, this may not necessarily be the case. Further, though it may be

more difficult to apply for a patent if an inventor is unavailable or refuses to cooper-

ate, it is still possible to do so. 

7. 35 U.S.C. § 116: “When an invention is made by two or more persons jointly, they

shall apply for patent jointly and each make the required oath, except as otherwise

provided in this title. Inventors may apply for a patent jointly even though (1) they

did not physically work together or at the same time, (2) each did not make the

same type or amount of contribution, or (3) each did not make a contribution to

the subject matter of every claim of the patent.” [emphasis added]; see also 37

C.F.R. § 1.45(b).  

8. Ethicon Inc. v. United States Surgical Corp., CAFC 45 USPQ2d 1545, 1552 (Fed.

Cir. 1998) (“[A] joint inventor as to even one claim enjoys a presumption of owner-

ship in the entire patent.”). 

9. Unless, for example, co-owners have granted each other a unilateral right to sue. See

Ethicon, 45 USPQ2d at 1554. 
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10. University Patents Inc. v. Klingman, 762 F. Supp. 1212, 1919-20, 20 USPQ2d

1401, 1406 (E.D. Pa. 1991). Aside from the rights and obligations arising from an

employer-employee relationship, an inventor who is an officer, director, or other

high-level employee may also have an obligation to assign patent rights under a fidu-

ciary duty to the employer. 

11. See, e.g., Chou v. Univ. of Chicago, 254 F.3d 1347 (Fed. Cir. 2001) (holding that

under Illinois law, Chou was obligated to assign inventions pursuant to patent policy

in university handbooks). Cf. Liggett Group Inc. v. Sunas, 437 S.E.2d 674, 30

USPQ2d (BNA) 1678 (N.C. App. 1993) (holding that under North Carolina law, “uni-

laterally promulgated employment manuals or policies do not become part of the

employment contract unless expressly included in it.” (quoting Walker v.

Westinghouse Electric Corp., 77 N.C. App. 253, 335 S.E.2d 79 (1985)). 

12. See Standard Parts Co. v. Peck (1924) 264 U.S. 52, 44 S.Ct. 239 (holding that

employee Peck was hired under a contract to “devote his time to the development of

a process and machinery for the production of the front spring now used on the

product of the Ford Motor Company” was specifically hired to invent this machinery,

and the inventor thus held title to the patent in trust and is obligated to assign it to

the employer). Cf. United States v. Dubilier Condenser Corp. (1933) 289 U.S. 178,

17 USPQ 154 (“One employed to make an invention, who succeeds, during his term

of service, in accomplishing that task, is bound to assign to his employer any patent

obtained. The reason is that he has only produced that which he was employed to

invent. His invention is the precise subject of the contract of employment. A term of

the agreement necessarily is that what he is paid to produce belongs to his paymas-

ter. . . . On the other hand, if the employment be general, albeit it cover a field of

labor and effort in the performance of which he obtained a patent, the contract is

not so broadly construed as to require an assignment of the patent.”).  

13. For North Carolina cases relating to the hired-to-invent concept, see Speck v. N.C.

Dairy Foundation Inc., 311 N.C. 679, 319 S.E.2d 139 (1984); Liggett Group Inc.

v. Sunas, 437 S.E.2d 674, 30 USPQ2d (BNA) 1678 (N.C. App. 1993) (“The fact of

employment, standing alone, does not endow an employer with exclusive ownership

rights to an  invention, even though the invention may occur during working hours. .

. . [A]bsent contrary agreement, the employer owns an invention if: (1) the employ-
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ee is ‘hired to invent, accomplish a prescribed result, or aid in the development of

products’ or (2) the employee is set to experimenting with the view of making an

invention and accepts payment for such work.” (citations omitted)). 

14. See McElmurry v. Arkansas Power & Light Co., 995 F.2d 1576, 27 USPQ2d 1129

(Fed. Cir. 1993). 

15. In this situation, the faculty member is most likely already obligated to assign inven-

tions to his or her own university. An agreement should be struck between the uni-

versity’s prior to the hosting to clarify each university’s ownership rights. 

16. Also beware of possible claims of a breach of fiduciary duty. In Chou v. University

of Chicago, 254 F.3d 1347 (Fed. Cir. 2001), the Federal Circuit held that Chou could

support a claim under Illinois law that her professor supervisor, also her department

chairman, breached his fiduciary duty by omitting Chou, a graduate student and

later post-doctoral researcher in his laboratory, from the list of inventors on his

patent applications. 

17. See 35 U.S.C. § 261. 

18. See FilmTec Corp. v. Allied-Signal Inc., CAFC 939 F.2d 1568; 19 USPQ2d 1508

(interpreting 35 U.S.C. 261, under which assignment of interest in patent is void as

against any subsequent purchaser unless recorded in USPTO within three months

from its date or prior to the date of such subsequent purchase, only applies to a

bona fide purchaser for value). 

19. 35 U.S.C. §§ 200-212; 37 C.F.R. § 401.  

20. 35 U.S.C. § 202(c)(7).  

21. Though there may be unwanted consequences if a patent is assigned, e.g., if the

patent is the subject of a terminal disclaimer. 
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