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Some AUTM members have undoubtedly heard that the U.S. Supreme Court will review 

what the validity standard should be for granted patents in the Microsoft Corp. v. i4i 

Limited Partnership case.
1
  For Microsoft and i4i, what’s at stake is a lower court award 

between $250-300 million in compensation for i4i after a finding that Microsoft had 

willfully infringed i4i’s patent rights.  But for AUTM members, as well as other patent 

owners, how the Supreme Court rules in this case could have an impact on the 

commercial value of U.S. patents that is even greater than that of the 2007 KSR 

International v. Teleflex case on the standard for patentability, as well as the recent ruling 

by the Supreme Court in Bilski v. Kappos on the standard for patent eligibility. 

 

What is under review by the Supreme Court is the Federal Circuit’s long-standing rule 

that those who seek to challenge a patent before a lay jury or judge must carry a 

heightened burden of proof. This means that the facts underlying the invalidity challenge 

must be proven to a high degree of probability, by “clear and convincing evidence” (often 

referred to as the “at least 66 percent” evidence standard). 
2
 The rule acknowledges that 

patents that have been examined and granted by the USPTO confer important rights that 

can be relied on by patentees and the public and therefore cannot be overturned except on 

clear, strong and convincing evidence. 

 

By contrast, Microsoft, as well as many amici in support, argue that the correct standard 

is the lower preponderance of the evidence standard (also referred to as the “at least 51 

percent” evidence standard) at least in instances where the evidence being offered for 

invalidity was not previously considered by the USPTO during examination of the patent. 

Simply put, Microsoft and its supporters seek a rule that would make it easier to 

invalidate patents that are challenged on such evidence – from “clearly and convincingly” 

invalid to “probably” invalid. 
 

While Microsoft’s proposed shift in the law is intriguing to at least some commentators 

and companies, there are significant problems with the proposed lower standard. 

Permitting infringers to invalidate patents more easily on a lower standard of evidence 

could frustrate longstanding expectations under which investment, partnering and 

licensing decisions were made in reliance on patents believed to carry a strong 
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 For those who would like additional background on this case, you can read my article “CAFC Puts Coal 

in Microsoft’s Stocking by Affirming $240 Million Damage Award and Permanent Injunction” which was 

posted on December 29, 2009 on IPWatchdog.com at:  http://www.ipwatchdog.com/2009/12/22/cafc-puts-

coal-in-microsoft%e2%80%99s-stocking-by-affirming-240-million-damage-award-and-permanent-

injunction/id=8014/. 
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 This standard is not unique to patent law. It is sometimes used in civil litigation when important rights are 

at stake that affect broader public interests than merely those of the parties to the case.  For example, clear 

and convincing evidence is required in civil lawsuits to revoke U.S. citizenship, to contest paternity of a 

child, or to reform a will or a deed to land. 
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presumption of validity. Shifting the law to a weaker presumption of validity could also 

significantly incentivize patent applicants to provide as many references as possible to the 

USPTO. Patent applicants, knowing that the presumed validity of their patents would 

depend on the number of references that are noted in the examination file, would insist 

that any marginally relevant reference be considered and made of record, thereby further 

bogging down the patent examination process. That will simply create a new problem, 

namely, whether such “dumping” of references can support an allegation of “inequitable 

conduct” even though the changing standard of validity makes such “dumping” attractive.  

 

Given that the Supreme Court accepted Microsoft’s petition for review without first 

asking for the views of the U.S. Solicitor General, it is likely that the Supreme Court will 

modify the Federal Circuit’s long standing rule on this patent validity standard. What 

remains unclear is how the Supreme Court will modify this patent validity standard.  For 

example, the Supreme Court could rule that the patent validity standard is by a 

preponderance of the evidence in all cases, or the Supreme Court could rule that the 

patent validity standard is by preponderance of the evidence (or that presumption of 

validity is at least rebutted or weakened) if the relevant evidence being offered wasn’t 

previously considered by the USPTO. One fact for certain is that the Supreme Court 

cannot do away with the presumption of patent validity that is codified in 35 U.S.C. § 

282.   

 

Microsoft has phrased the question for review by the Supreme Court as being as 

deceptively simple as “whether the [Federal Circuit] erred in holding that Microsoft’s 

invalidity defense must be proved by clear and convincing evidence.”  But in actuality, 

the question is far more complex than as presented by Microsoft. 

 

The complicating factors are that the invalidity defense asserted by Microsoft is based on 

an allegation that i4i had, unbeknownst to the USPTO, put the invention “on sale” long 

before it submitted its patent application. Under current law, the fact that the USPTO did 

not know about this alleged prior sale does not relieve Microsoft of the burden of 

establishing this fact clearly and convincingly. In the instant case, however, the jury 

considered evidence from both parties and was, in the end, not convinced that the 

software that had previously been sold was indeed the software that was later patented. In 

other words: the jury upheld i4i’s patent not out of deference to the USPTO, but because 

it was unconvinced of Microsoft’s version of events. Thus, even if the standard of patent 

validity were to be changed to “preponderance of the evidence” in this situation, it may 

not help Microsoft win its alleged “on sale” bar defense.   

 

Given that the question before the Supreme Court is far more complex than Microsoft 

makes it out to be, the likelihood that the Supreme Court will come out with “muddled” 

ruling is quite high.  The issues here are simply too subtle for the Supreme Court to grasp 

with its “blunderbuss” approach to patent law, and could lead to an opinion as 

fragmented and as perplexing as the one in Bilski. 
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