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The Association of University Technology Managers is a nonprofit organization with more than 

3,000 members from more than 300 universities, research institutions and teaching hospitals as 

well as well as numerous business and government organizations. As the leader in education 

and benchmarking data and statistics for the technology transfer profession, AUTM is informed 

and well positioned to advise on matters of public policy affecting the profession. 

AUTM appreciates the interest in improving the effectiveness of technology transfer in the 

United States, and the association works hard to provide its practicing members in academia 

and industry with professional development opportunities, benchmarking and many proven 

methods to improve the technology transfer process. 

AUTM is pleased to comment upon the American Association of University Professors (AAUP) 

“Recommended Principles and Practices to Guide Academy-Industry Relationships.” 

AUTM is specifically concerned with principles 11, 12 and 13 which address faculty inventor 

rights to direct and control decisions involving invention management, intellectual property, (IP) 

licensing and commercialization.  

Presumption of Ownership 

AAUP principles 11, 12 and 13 presume that faculty alone have ownership of their inventions in 

all cases, and this is simply not based on fact. As employees of a university, faculty members 

are subject to employment contracts like any other profession. We recommend that any 

professional employed in any capacity review his or her employment agreement for details of 

how intellectual property ownership is determined. Intellectual property ownership is not to be 

confused with scholarly works, however. Ownership of scholarly works is generally held by the 

faculty member.  

Principle 11:  Faculty 'Assignment' of Inventions 

AUTM opposes Principle 11.  

Principle 11 states "...faculty inventor 'assignment' of an invention to a management agent,* 

including the university that hosted the underlying research, should be voluntary and negotiated, 

rather than mandatory, unless federal statutes or previous sponsored research agreements 

dictate otherwise." 



AUTM is concerned that Principle 11 authorizes individual faculty members to assign their 

inventorship rights to any assignee, not necessarily to their university employer that arguably 

supported all or part of the development of the invention. 

Two primary objectives of technology transfer are: 

1. to give taxpayers a return on their invested research dollars, and  

2. to benefit the public by transferring new technologies for public use expeditiously 

and effectively.   

Taxpayers expect jobs and economic benefit to stay within the state, if at all possible. Both 

private and public institutions recognize the economic benefit of forming and maintaining their 

startups in their region. Technology licensing offices (TLOs), especially those at public 

institutions, make it a priority to license to companies, particularly startup companies, within their 

home state when feasible, thus feeding the region’s economic development. A “free agency” 

model, such as is proposed in Principle 11, could increase the risk of technologies and jobs 

related to their development leaving the state where they were created. University TLOs provide 

the initial investment for protecting intellectual property arising from federally funded research. It 

is an unfortunate reality, but the vast majority of faculty inventors have little or no prior 

experience in technology transfer, product development, or business formation, nor are they 

willing to bear the expense of protecting their inventions. Universities would be unlikely to make 

these essential investments in intellectual property costs if they cannot control the marketing 

and licensing of the technology. In addition, the free agency model improperly assumes a single 

inventor and creates confusion and delay where the contributions of the institution, the 

department, and other non-inventor university staff and employees must be addressed. 

The majority of university inventions involve more than one faculty, postdoc, and/or graduate 

student inventor, potentially from more than one institution because of the collaborative nature 

of science. Free agency would potentially pit faculty co-inventors against each other as they 

strive to agree on the best strategy for licensing their invention, how to pay for it, and then to 

find a licensing agent willing to take it on. Free agency could undermine the trend toward more 

collaborative, multi-disciplinary research and innovation development/commercialization. 

Currently many universities promote and facilitate such collaboration and are able to manage 

the commercialization outcomes because of university ownership. University TLOs, experienced 

in dealing with multiple inventors and multiple institutions, are in the best position to be neutral, 

objective and unbiased advocates of federally funded inventions. Further, the benefit of this 

expertise extends to the transfer of technologies that have other sources of funding. 

By adding a considerable amount of bureaucracy, confusion and negotiation even before the 

invention can be protected and marketed, free agency will slow down the entire technology 

transfer process, slowing important innovations from reaching the market where they can impact 

the public good. Our nation simply cannot afford to slow down the technology transfer process, 

particularly at a time when all other research performing countries are following our lead and 

building up their own technology transfer enterprises. 



Research Organizations Do Not Support a Free Agency Model  

The National Research Council and the National Academies recently conducted an in-depth 

study on the commercialization of federally funded research and found: "A persuasive case has 

not been made for converting to an inventor ownership or 'free agency' system in which 

inventors are able to dispose their inventions without university administration approval. If 

evidence is developed suggesting that either would be more effective than the current system, 

other significant practical consequences and policy considerations would be considered, such 

as the potential for conflicts of interest and adverse effects on public accountability." 

Technology Transfer Is Constantly Adapting New Models to Address a Changing 

Marketplace  

A paper released June 20, 2012 prepared for the Biotechnology Industry Organization by Lori 

Pressman, David Roessner, Jennifer Bond, Sumiye Okubo and Mark Planting, found that the 

economic impact of university technology transfer is impressive. The report states: “…estimating 

the impact of academic licensing, and summing over the 15 years of available data for 

academic U.S AUTM Survey respondents, the total contribution of these academic licensors to 

gross industry output ranges from $199 billion to $836 billion in 2005 $U.S. dollars; contributions  

to GDP range from $86 billion to $388 billion in $U.S. dollars. Estimates of the total number of 

person years of employment supported by U.S Universities’ and hospitals’ and research 

institutes’ licensed-product sales range from 900,000 to over three million over the 15 year 

period." Free agency is premised on the ill conceived notion that allowing academic researchers 

to pick and choose where their technologies would generate more returns than the mature and 

effective system that has produced these results. While there is an abundance of evidence that 

TLOs drive economic benefit to the economy, there is nothing to suggest that free agency could 

work and considerable evidence that it would create problems in achieving the objectives of 

technology transfer.   

Principle 14:  IP Management and Sponsored Research Agreements 

AUTM supports Principle 14.   

In negotiating outside sponsored research agreements every effort should be made to keep all 

players involved in the early stage negotiations. We do believe that there needs to be 

recognition that the technology transfer office is staffed with professionals who have specific 

skills for commercializing university technologies. It’s heartening to see that AUTM and AAUP 

agree that caution must be taken to ensure that industry sponsored research does not take the 

form of contracted invention/invention for hire. The technology licensing office in consultation 

with the inventor should make the final decision.   

Principle 15:  Humanitarian Licensing, Access to Medicines 

AUTM supports Principle 15.  

AUTM endorses the Nine Points to Consider when Licensing University Technologies which 

recommends that universities address unmet needs within specific patient populations or 

geographic areas, giving particular attention to improved therapeutics, diagnostics and 

agricultural technologies for the developing world. Technology licensing offices need a willing 

partner to invest considerable funds in early stage university technology to bring the technology 

https://www.autm.net/Nine_Points_to_Consider.htm


to market. There are many examples of universities and industries that have worked together to 

bring lifesaving technologies to market highlighted in the AUTM Better World Report and the 

Case Studies for Global Health.   

Principle 16:  Securing Broad Research Use and Distribution Rights 

AUTM supports Principle 16.  

Most universities do include an express reservation of rights sometimes called a “research 

exemption” to allow for academic, nonprofit and government use of academic inventions and 

associated intellectual property.  

Principle 17:  Exclusive and Nonexclusive Licensing 

AUTM opposes Principle 17. 

Principle 17 states that exclusive licensing should be used sparingly, and limited with terms 

(preferably less than eight years).  

TLO’s do not grant exclusive licenses without due consideration of the implications. This is 

reflected in statistics that demonstrate most technology transfer offices report 30 percent 

exclusive licenses and 70 percent nonexclusive licenses. Many exclusive licenses are for 

startups which need exclusivity in order to attract venture capital funding. There are many forms 

of licenses – exclusive licenses may be limited by territory or field of use such that multiple 

companies may have “exclusive” licenses to the same technology. Exclusive licenses are also 

common for medical technologies, in particular therapeutics where the considerable additional 

investment required will not be paid by potential licensees without the ability to have exclusivity 

to recoup their investment. The ultimate goal of technology transfer is to get new discoveries out 

to where they can actually impact the public, and a nonexclusive licensing strategy used in the 

wrong situation may actually impede that pathway. Exclusive licenses provide the competitive 

advantage, without which discoveries wouldn’t make it into the public’s hands.   

The decision about when and how to license is based upon the type of technology, how the 

commercial partner intends to develop the technology, the investment required and the need for 

government approval. 

Principle 19:  Research Tools and Upstream Platform Research 

AUTM supports Principle 19. 

AUTM agrees with the wide dissemination of research tools. There are a wide variety of ways 

that research tools get distributed. Many inventors share research tools because they want to 

work with collaborators. There are others who discover tools that need investment and 

development in order to bring them to market. There are times when patenting a research tool is 

the only way to engage a commercial partner to make the technology available to the research 

community. Sometimes the broadest way to distribute a research tool is by licensing it to a 

company, where it will be marketed, made available, found and probably used by many more 

people than they would had they been shared through an investigator or by an individual one-off 

license with other entities.  

http://www.betterworlddreport.net/
http://casestudiesforglobalhealth.org/


Principle 21, Rights to “Background Intellectual Property” (BIP)  

AUTM supports Principle 21. 

AUTM agrees that the university should not act unilaterally when granting sponsors rights to 

university background intellectual property related to a sponsor’s proposed research area but 

developed without the sponsor’s funding support. The TLO should be careful of how these rights 

will affect faculty inventors and other investigators who are not party to the sponsored research 

agreement.  

Conclusion 

The process of identifying, protecting and licensing academic discoveries which are made at 

such an early stage is among the most challenging of disciplines. It involves a highly complex 

intersection and interaction of technology, law and business, not to mention individual, regional 

and organizational needs, expectations, and personalities. Academic technology transfer is 

diverse and relies on local and regional strengths and needs as well as successful practices that 

are continually improving. 

 

Finally, AUTM does not believe that a licensing free agent system would do anything other than 

to create confusion and slow the technology transfer process, something that our country 

cannot afford. 

 

AUTM thanks the American Association of University Professors for the opportunity to respond 

to its “Recommended Principles and Practices to Guide Academy-Industry Relationships.” We 

welcome any questions, and would be pleased to provide additional information.  

 


