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Inventorship vs. Ownership

«The European Patent 
Application shall 

designate the inventor»

«The right to a European 
patent shall belong to the 
inventor or his successor 

in title»
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Inventorship - Ownership – patent as an object of property

The relation between the applicant and the 
person having the substantive right is 

governed by national law

The EP application as an object of 
property is subject to the law 
applicable in each designated 
Contracting StateSUCH RULES DIFFERACROSS EU 

COUNTRIES.

Moral vs. economic rights – Italian IP Code

MORAL RIGHTS

Right to be 
mentioned/ 

recognised as  
‘inventor’

= personal right = 
cannot be 
assigned

Inventor 

(art. 62 IPC)

There are no
exceptions

ECONOMIC  
RIGHTS

Right to 
economically exploit 

the invention
= right to the

patent = 
can be assigned

«owner» (art. 63. 2 
IPC)

Rule = inventor

There are
exceptions
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Employee’s inventions

SERVICE 
INVENTION

COMPANY 
INVENTION

OCCASIONAL  
INVENTION

Economic rights = the
Employer

The EMPLOYEE is 
entitled to fair prize

Economic rights = the
Employer

Moral 
rights

Employer = option right
3 months 

From communication 
that a patent application

has been filed
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Fair prize consideration

 Extraordinary economic 'one-off' payment
 Of a non-salary nature (“indemnity”)
 Determined on the basis of:

- the importance of the invention
- the tasks performed by the employee
- remuneration received by the inventor
- contribution received the employer's organisation

«GERMAN 
FORMULA»

Fair prize: Case law overview

The right to fair prize arises whenever the contract
governing the employment relationship

consideration for the inventive acti

does not
tion as 
vity

expressly provide for special remunera In the case of several patents covering the same
invention (e.g. patents filed in different

countries, claiming the same priority date), it is
excluded that each patent should be awarded a
prize. The prize rewards the "invention", not

each patentThe employer is precluded from challenging,

t
either by way of defence or by way of a claim, the

validity of the paten When calculating the fair prize, it must be taken
into account the potential for economic 

exploitation of the invention, not its price

9

10



9/28/2021

6

Service vs. company invention

SERVICE
INVENTION

COMPANY
INVENTION

University inventions

Researcher’s
inventions

Institutional  
research

Applied 
research

Employee
inventions

EXCEPTIONS
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Professor’s privilege

Ownership of the RESEARCHER

Research funded from 
internal university 
resources or from 

MIUR funding

Moral
rights

UNIVERSITYcan regulate the patent  
licence fee (at least 50% inventor and 30%

university)

Grant No economic  
exploitation

Free license + sub-license

Research funded by third parties

Ownership to the
funding party

Research funded, in whole or in part, by private entities or carried out in the context 
of specific research projects funded by public entities other than the 

university/institution to which the researcher belongs
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IP regimes for university patenting in Europe

Source: Martínez, Catalina, and Valerio Sterzi. "The impact of the abolishment of the 
professor’s privilege on European university-owned patents." Industry and Innovation 28.3 
(2021): 247-282.

Interpretative issues

Which professional figures are included in the 
term 'researcher’?

To whom belong the results of third parties
funded research where the private body in
question does not directly fund the research?

What happens if the 
researcher decides not to 
proceed with the 
patenting of the 
invention, for example, 
preferring to publish the 
scientific results 
achieved?

Is there any fair prize in case of third parties 
research?
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Interpretative issues (con’d): “Pandora” Box

What about 
other IPR that 
might emerge?

Interpretative issues (con’d): “Pandora” Box

SOFTWARE
(© ≠ CII)

made by the employee in 
the exercise of his duties 

or on instructions given by 
the employer Economic rights = 

EMPLOYER

(unless otherwise 
contractually 
established)

INDUSTRIAL 
DESIGN

made by the employee in 
the exercise of his duties 
or on instructions given 

by the employer
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Commission Recommendation on the Management of Intellectual 
Property in knowledge transfer activities – Code of Practice

COMMISSION RECOMMENDATION, 10 April 2008 on the
management of intellectual property in knowledge transfer 
activities and Code of Practice for universities and other public 
research organisations

Source: IPR Helpdesk

Joint ownership

Agreement that regulates the management methods, the use 
and the economic exploitation of the Invention

Filing costs – where? How? 
Filing in single ownership 
regime is possible? Under 

which conditions?

Right to use? sub-license? 
Assignment? =Prior 
authorisation?

In what measure is 
ownership divided between 

the Parties ?

Co-operation obligation

Defence costs

Ownership of improvements
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Unitary Patent

Will the Unitary Patent solve 
these issues?

Transfer of rightsEntitlement Disputes

National law

Thank you for 
your attention

avv.mcontardi@gmail.com –
mac79@alu.ua.es

Magali.Contardi
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