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Design Patent 101

September 30th, 2020

Design Patent 101: 

Where Form meets 

Function



10/1/2020

2

Design Patents - USPTO

A design patent protects the way an article looks. 

• USPTO defines “design” as ‘visual ornamental characteristics embodied in, or applied 

to, an article of manufacture’.  A computer icon is an article of manufacture.

• The subject matter of a design patent application may relate to the configuration or 

shape of an article, to the surface ornamentation applied to an article, or to the 

combination of configuration and surface ornamentation. 

A design patent is NOT:

• a utility patent –no protection for functional features

• a copyright –little protection from derivative works

• a trademark–unavailable for short words & phrases

Design Patent Application Guide - USPTO
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US Patentability Requirements

Article of Manufacture: a design must be embodied into, or applied to, a man-made 

tangible object.

Novel/Original:  an average, or ordinary, observer sees a new design and not an 

already existing design.

Non-Obvious:  At the time of the invention, would a designer of ordinary skill in the 

field of the invention consider combining the references to arrive at a single piece of 

art or modifying a single prior art reference.

To be a primary reference, the prior art reference must have basically the 

same design characteristics (i.e. create the same visual impression) as claimed 

design.

Ornamentality:  a design cannot be dictated primarily by the function of the article. 

Example: a key has been held primarily functional because purpose 

of key blade design was to match the key hole. 

Differences from a Utility Patent in US

• Duration: 15 years from issued date 

• No Maintenance Fees

• Filing to Issuance: 12-18 month average

• 6 month priority

• Cannot claim priority to a provisional application

• A design patent application can be filed claiming priority to a design or utility application 

• No pre-grant publication

• Not included in PCT

• Can file through Hague System (similar to PCT system*)

• Can get a remedy of Total profits in alternative of reasonable royalties 
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Types of innovation suited for design patents

YES:
Medical Devices

Shape = value

GUI/UX

Furnishing & household goods

Fashion & Jewelry

Textiles

Market ready products

Limited changes needed

Product ready for consumption

NO:
Has functionality/utility

Design not repeatable (e.g. method 
of creating design vs design itself)

No aesthetic appeal

Components of the Application

Title

Specification: 

• Preamble stating name 

of application, title of 

design, brief 

description of intended 

use of design

• Brief description of 

drawings

• Disclaimer

Single Claim

Drawings
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Application Requirements

Drawings

• Most important element –
define the scope of the claim

• Need sufficient number of views 
to disclose the complete 
appearance of the design 
claimed

– Typically: top, bottom, left-
side, right-side, front, back, 
and perspective

• Only solid lines are considered 
part of the claimed design

• Broken (phantom) lines can be 
used to disclose or disclaim the 
environment related to the 
claimed design and to define 
the bounds of the claim

International (I)

• Some differences from the US

• Terminology

• Duration

• Translation

• Maintenance fees

• Multiple designs

• Claim/written description

• Publication OR Registration ± (substantive) 
Examination

• Registered OR unregistered

• Copyright/Designs overlap

• Hague System v. Paris Convention
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International (II)

Industrial Designs - WIPO

Combining IP – “Layer Up”

Strengthen portfolio by combining different types of IP

• Design and Utility Patents

• Design and Copyright

• Design and Trademark

• Combinations of all of these

iPod®

Trademark

Utility Patent

Design 

Patent
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Design Patents in Action

Stories from the trenches

Litigation of Design Patents

Proving infringement

“Ordinary Observer” test

Ford Auto Parts

Case Example

went to SCOTUS, denied last term

https://www.nytimes.com/2018/05/24/busine

ss/apple-samsung-patent-trial.html
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Recent/potential legislation/laws impacting design patents

Case Law examples

Other AUTM Business

EDI Diversity Survey – Closes October 31st, 2020

Board of Director Election – Through October 15th, 2020
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