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Thank you to our 
sponsor. 

Questions?
We will be taking questions at the 
conclusion of the presentation. 



Operator Assistance

Audio difficulties:  Dial 0 0

Other issues:  +1‐847‐559‐0846

Remember 

to complete your survey 
after the event.

Thank You!



www.autm.net

Welcome 

AUTM Members
www.autm.net



Member BenefitsDiscounted Pricing 
– Professional development courses 

– Annual Meeting 

– Online courses

– Online job posting

– Membership mailing lists 

• Access to AUTM Publications
– AUTM Better World Report

– AUTM Salary Survey

– AUTM Technology Transfer Practice Manual

– AUTM Licensing Activity Survey (currently for United States and Canada)

– AUTM Update

Member Benefits
In‐person and Online Networking

– Special Interest Groups (SIGS)

– Online Discussion Groups

– Volunteer committees

– Partnership Forum at Annual Meeting

– Meetings at national and regional levels

Additional Benefits
– Updates on legislative activity and how it affects you

– Meeting proceedings and presentations

– Member discount on the AUTM Licensing Activity Survey (currently for United States and 

Canada)

– Access to post data on the Global Technology Portal



AUTM Education Library

Seeded content:

• 23 Annual Meeting 
workshop recordings

• 10 relevant links to the 
TTP Manual

• 5 educational webinar 
recordings

• Additional content added 
annually by committee

http://www.autm.net/source/ed-library/index.cfm

Introducing AUTM’s 
newest member benefit

Member Benefits
The AUTM Global Technology Portal (GTP)



If you're an AUTM member, you're 
already signed up for the GTP. Simply 
login with your AUTM member login 
and password. 

GTP.AUTM.NET

AUTM Global Technology Portal 
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Daniel Goldberg,
Partner

Meagher Emanuel Laks Roehling
& Goldberg, LLP
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Janis Elsner,

Director of Commercial 
Operations

Vanderbilt University

Assignments, Declarations & POAs, Oh My! 
Managing the Ownership of your 

Institution’s Patent Portfolio

Title here



The following presentation reflects the personal views and thoughts of 
Daniel Goldberg, and is not to be construed as representing in any way the 
corporate views or advice of the Meagher Emanuel Law Firm and their 

Affiliates, Subsidiaries or Divisions, nor the views or advice of the 
Association of University Technology Managers (AUTM). The content is 

solely for purposes of discussion and illustration, and is not to be considered 
legal advice.
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Overview
• Stanford v. Roche

– Key Points from Fed Cir Decision

– The Bayh‐Dole Act

– Supreme Court’s decision

– Important Take Away Points

• Changes in Law – 1980

• Example University IP Policy
– Annual Compliance Requirement 

– Invention Disclosure Form Assignment 

– Inventor’s Oath or Declaration

– Power of Attorney (POA)
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Stanford v. Roche

• The US Supreme Court rendered the Stanford v. 
Roche decision in 2011.

• This decision had an immediate impact on the way 
research universities secure ownership of 
inventions. 

Stanford v. Roche (Factual Background)

• The parties relevant to the dispute

– Cetus: a research company with expertise in PCR 
(polymerase chain reaction)

– Roche: acquired Cetus’s PCR‐related assets

– Dr. Holodniy: an Inventor and Stanford University 
research fellow

– Stanford University: research university 
conducting research on HIV measurement 
techniques



Stanford v. Roche (Factual Background)
• 1988 ‐ Dr. Holodniy joined Stanford as a research fellow

– Dr. H signed Stanford’s Copyright and Patent Agreement ("CPA") and “agree[d] to assign” 
to Stanford his “right, title and interest in” inventions resulting from his employment

• 1988 ‐ Dr. H’s supervisor arranged for him to conduct research at Cetus to 
learn about PCR

– Dr. H signed a 2nd agreement  ‐ Visitor’s Confidentiality Agreement  (“VCA”) stating that 
he “will assign and do[es] hereby assign” to Cetus his “right, title and interest in . . . the 
ideas, inventions, and improvements” made “as a consequence of [his] access” to Cetus.

• Dr. H’s research results in three patented methods (HIV quantification )

• 1991 ‐ Roche purchases Cetus

• 1995 ‐ Roche conducts clinical trials on the HIV quantification method and 
then began to commercialize ‐ HIV detection kits 

• 2000‐2004 ‐ Stanford attempts to negotiate an exclusive license of the 
patents to Roche

Stanford v. Roche
(Procedural Background)

• 2005 ‐ Stanford Files Patent Infringement Suit ‐ alleges Roche’s 
HIV detection kits infringe the 3 patents

• District court ruled:

a) patents invalid for obviousness; and

b) Roche ≠ co‐owner (Bayh‐Dole Act voided the 2nd assign)

• On appeal, the Federal Circuit

a) reversed the district court’s ruling on Roche’s co‐
ownership defense; and

b) remanded the case with instructions to dismiss it 
because Stanford lacked standing



Key Points from Fed Cir Decision

• Stanford’s CPA agreement: “Agree to assign” 
means “a mere promise to assign rights in the 
future, not an immediate transfer of expectant 
interests.”  That is, a subsequent written 
instrument is required.

• Cetus’ VCA: “Do hereby assign” means “a 
present assignment of … future invention.”

U.S. Supreme Court

• Question Presented

– Whether a federal contractor university’s 
statutory right under the Bayh‐Dole Act, 35 USC 
200‐212, in inventions arising from federally‐
funded research can be terminated unilaterally by 
an individual inventor through a separate 
agreement purporting to assign the inventor’s 
rights to a third party.



The Bayh‐Dole Act

• University and Small Business Patent Procedures Act of 1980 (35 U.S.C§
200‐212, 37 C.F.R. 401)

• Replaced a complex set of federal polices focused on the government 
owning any inventions made in whole or in part with government funding 
(resulting in almost no commercialization of such inventions)

• Includes a list of requirements including:
– Report the invention to the sponsoring agency;

– Elect in writing whether or not to retain title;

– Assign rights in the invention to the organization;

– File initial patent application within one year after election to retain title;

– Notify the government if prosecution will not continue;

– Grant to the government a nonexclusive, nontransferable, irrevocable, paid‐up license …

Supreme Court’s decision

• The Bayh‐Dole Act does not automatically vest 
title to inventions in federal contractors

• Title to the invention vests initially in the 
inventors

• Inventors must assign their patent rights to 
the contractor to trigger Bayh‐Dole



Supreme Court’s decision (cont.)

• Bayh‐Dole Act ‐ Statutory language does not support 
automatic vesting of title in the contractor

– Each nonprofit organization or small business firm may … 
elect to retain title to any subject invention….”  § 202(a).

• Explicit language divesting inventors of their rights is 
missing from the Bayh‐Dole Act

Important Take Away Points

• Watch your Assignment Language – use a present 
assignment of patent rights

• Make sure your researchers do not sign any 
agreements when conducting off‐site research

• Review any visitor/confidentiality  agreements for IP 
clauses

• If possible negotiate IP rights with any outside labs or 
facilities in advance



Assignments, Declarations & POAs, Oh My! 
Managing the Ownership of your 

Institution’s Patent Portfolio

Janis Elsner, CLP

Director of Commercial Operations
Vanderbilt University

The following presentation reflects the personal views and thoughts of Janis 
Elsner and is not to be construed as representing in any way the corporate 
views or advice of Vanderbilt University or their Affiliates, Subsidiaries or 

Divisions, nor the views or advice of the Association of University 
Technology Managers (AUTM). The content is solely for purposes of 
discussion and illustration, and is not to be considered legal advice.
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Invention Rights – Universities and Federal Labs

• What ownership rights does institution have

• Institutional policies and directives

• Ways and means to perfect property rights

• USPTO requirements and recommendations

Changes in Law - 1980
• Bayh-Dole Enacted; Public Law 96-517

– 37 CFR 401.14(f)(2)

The contractor agrees to require, by written agreement, its employees, other 
than clerical and nontechnical employees, to disclose promptly in writing to 
personnel identified as responsible for the administration of patent matters and 
in a format suggested by the contractor each subject invention made under 
contract in order that the contractor can comply with the disclosure provisions of 
paragraph (c), above, and to execute all papers necessary to file patent 
applications on subject inventions and to establish the government's rights in the 
subject inventions. 

• Stevenson-Wydler Technology Innovation; Public Law 96-480

• Federal Technology Transfer Act of 1986 (Public Law 99-502) -
amended Stevenson-Wydler. Mandate for Federal labs to actively 
transfer technology and enter CRADAs



37 CFR Part 501 ‐ UNIFORM PATENT POLICY FOR RIGHTS IN 
INVENTIONS MADE BY GOVERNMENT EMPLOYEES

§ 501.6 Criteria for the determination of rights in and to inventions.

(a) The following rules shall be applied in determining the respective rights of the 
Government and of the inventor in and to any invention that is subject to the provisions 
of this part:

(1) The Government shall obtain, except as herein otherwise provided, the entire right, 
title and interest in and to any invention made by any Government employee:

(i) During working hours, or

(ii) With a contribution by the Government of facilities, equipment, materials, funds or 
information, or of time or services of other Government employees on official duty, 
or

(iii) Which bears a direct relation to or is made in consequence of the official duties of 
the inventor.

Know Your University IP Policy

• Identify property rights of your institution

– Patents 
• Are all patentable inventions of its employees included?

• Are there carve-outs?

– Copyrights, if so, what type? (software, courseware, protocols, 
technical drawings, etc.)

– Materials

• Are all creators (faculty, staff, graduate students, fellows, etc.) 
required to assign rights?



Perfecting the Institution’s Rights

• Medium/mechanism for conveyance of rights
– Employment contracts

– Language for present assignment

• Timing for conveyance of rights
– With patent application filing

– Before out-licensing the invention/property rights
• Representations and warranties

• Make sure you know what property rights you actually have

• Outliers 

• Documentation

Vanderbilt Experience

• Intellectual Property Policy

• Invention disclosure form includes assignment

• Annual compliance reports - Required

– Conflict of interest

– Affirmation of assignment

• Explain the necessity to inventors



 The Vanderbilt Policy on Technology and Literary and Artistic Works (the 
"Technology Policy") covers the ownership, protection and transfer of 
inventions, computer programs and software, and scholarly works made by 
Vanderbilt faculty, staff and students. It is necessary for such individuals to 
attest annually to issues related to compliance with the Technology Policy. As 
stated in the Technology Policy, subject to the exceptions set forth below, all 
rights in technology created by Vanderbilt faculty members, staff members, or 
students (i) with the use of University facilities or funds administered by the 
University, or (ii) which fall within the individual's scope of employment, are 
granted to the University, with income to be distributed in accordance with the 
terms of that policy. In accordance with the Technology Policy, I hereby assign to 
Vanderbilt all right, title and interest I now have or will have in the future in and 
to any patent, copyright and other intellectual property right covering any 
invention, software or other Technology created or authored by me while 
employed at Vanderbilt University.

Check the box to indicate your agreement

Annual Compliance Requirement - Snapshot

Invention Disclosure Form Assignment - Snapshot

For good and valuable consideration, as described in the Policy on Technology and Literary 
and Artistic Works in the Vanderbilt University Faculty Manual, the sufficiency and adequacy 
of which are hereby acknowledged, I agree to assign and hereby do assign, sell, and 
transfer unto VANDERBILT UNIVERSITY, whose post-office address is 305 Kirkland Hall, 
2201 West End Ave., Nashville, TN 37240, U.S.A., my entire right, title and interest in and to 
the inventions disclosed herein and related thereto, including but not limited to any 
associated intellectual property rights. I hereby agree to execute without further 
consideration any and all applications, petitions, oaths and assignments or other papers and 
instruments which may be necessary in order to carry into full force and effect, the sale, 
assignment, transfer and conveyance hereby made or intended to be made. I hereby agree 
that no assignment, sale, agreement or encumbrance has been or will be made or entered 
into which would conflict with this assignment. I further represent that to the best of my 
knowledge, the information provided herein and in the body of the Invention Disclosure, is 
true and accurate, and I agree to promptly disclose to the Center for Technology Transfer 
and Commercialization any updated or new information relating to the disclosed technology 
hereunder.

• I have read and reviewed the information contained in the Disclosure Form and 
Assignment of Rights Form and agree that all information, including contributor 
information, is accurate to the best of my knowledge. 



AIA: Inventor’s Oath or Declaration
Sec. 4. §115

An Inventor must state in his/her oath/declaration that:

(i) he/she is an original inventor of the claimed invention;

(ii) he/she authorized the filing of the patent application for the 
claimed invention; and

(iii) he/she hereby acknowledges that any willful false statement 
made in this declaration is punishable under 18 USC 1001 by fine or 
imprisonment of not more than five (5) years, or both.

An inventor is no longer required to:

(i) state that he/she is the first inventor of the claimed invention; 

(ii) state that the application filing is made without deceptive intent; or

(iii) provide his/her country of citizenship.

AIA Inventor Oath/Declaration - Options

• Maintain current practices (Oath and Declaration naming entire inventive 
entity)

• Use Application Data Sheet (ADS) 

– Non-provisional applications

– To identify applicants who are NOT inventors (special section)
 Must record assignment no later than payment of issue fee

– Each inventor can execute separate declaration using form PTO/AIA/01 
but ADS must identify the entire inventive entity

– Declaration filing can be postponed until allowance

– Submit new AIA fillable ADS form PTO/AIA/14 with filing (attorney 
completes)
 Auto uploads info into USPTO (saves USPTO staff time of manual entry)

 Claim benefit of priority

 Include Declarations and avoid a surcharge ($70 small entity)



PTO/AIA/14
Partial form 

PTO/AIA/14
Partial form 



PTO/AIA/01
Partial form only



Alternative:  Assignment 
Containing Oath/Declaration

“Assignment‐Statement”

– Must contain information and statements in an oath or 
declaration

– Must be recorded (recommend use of Electronic Patent 
Application System (EPAS)

– Check the box in EPAS to show use as combined 
assignment and oath/declaration

– Submit same day as filing patent application to avoid a 
surcharge

46

Sample: Combination Assignment Statement



AIA  Combination Assignment Statement: Assignment

• If not submitting an ADS or Oath/Declaration on filing:

• Notice of Missing Parts 

• Surcharge 



AIA:  Power of Attorney (POA)

• USPTO recommends using PTO/AIA/82A&B
– Individual inventors

– Applicant (assignee)

• 82A is the transmittal signed by patent 
practitioner

• 82B is the POA signed by applicant

• Using PTO forms is not required

USPTO Forms 
Link to Patent Forms:  http://www.uspto.gov/forms/index.jsp

• Patent Forms for Applications Filed On or After September 16, 
2012;

• Patent Forms for Applications Filed Before September 16, 
2012.

Quick Reference Guide at USPTO

• http://www.uspto.gov/aia_implementation/inventors‐oath‐
or‐declaration‐quick‐reference‐guide.pdf



Questions? Comments?
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Discussion 

and Q&A 
Click the raise hand button.

When called on, press * 7 on your telephone keypad to 
un‐mute your phone. 

Press * 6 to re‐mute your phone.



Thank you for your 
participation.

Remember to complete 

our online survey.

Thank you to our 
sponsor. 



Webinar Recordings
Basics of Technology Transfer for Licensing Professionals

Basic Patenting 101
Copyright Law and Content/Software Licensing

Equity Based License Agreements
Financial Conflicts of Interest

Marketing: Whether By Traditional or Social Media, the Value
Need to Know Basics of Technology Transfer for Support Staff

Negotiation of License Agreements
Nuts and Bolts for Compliance Under Federal Funding Awards

The Basics of Open Source Licensing
Tips for Managing MTAs

Triage
Valuation of Inventions and Patents

(More Added Monthly)

www.autm.net/onlinelearning

Register now for 
AUTM’s next webinar

 Taming the MTA Beast: Tips for Negotiating & 

Managing Material Transfer Agreements
Nov. 13

www.autm.net/OnlineLearning



Watch the AUTM Website for 

upcoming webinars

• Post‐grant Proceedings Under the AIA 

– Nov. 19

• Royalties and Relationships – Keeping Current, Complete and Congenial

– Dec. 4

• More to come in 2014!

Network with AUTM Online

http://twitter.com/AUTM_Network

Type “Association of University
Technology Managers” into  the search
box on Facebook and click “like”

Search groups for AUTM at
www.linkedin.com  



Registered Technology Transfer Professional (RTTP) 
Continuing Education Credit

Demonstrate your expertise in the academic technology 
transfer profession by becoming a Registered Technology 
Transfer Professional. 

For more information about the registration process and 
requirements, visit the Alliance of Technology Transfer 
Professionals website.

www.attp.info

AUTM 2014 Annual Meeting

Feb. 19 – 22
San Francisco Marriott Marquis
San Francisco, CA USA

www.autm.net/Events

 Save the   
Date!

Registration is open

AUTM Annual Meeting 


