
PCT Patent Application Process Explained  
from Start to Finish

Welcoming remarks will begin at 

9:55 a.m. Eastern Time.

The formal presentation will begin at 10 a.m. Eastern

For audio, dial in by phone: 

+1‐866‐365‐4406
Access code 5627649 

For a list of international toll‐free numbers check your confirmation email for the direct link. 

The following presentation reflects the personal views and thoughts of 
Quan‐Ling Sim and is not to be construed as representing in any way the 
corporate views or advice of the World Intellectual Property Organization 
and their Affiliates, Subsidiaries or Divisions, nor the views or advice of the 
Association of University Technology Managers (AUTM). The content is 
solely for purposes of discussion and illustration, and is not to be considered 
legal advice.
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Presented by:

Quan‐Ling Sim, World Intellectual Property Organization

July 25, 2013

Questions?
We will be taking questions at the 
conclusion of the presentation. 

Please type your questions into the chat. 



Operator Assistance

Audio difficulties:  Dial 0 0

Other issues:  +1‐847‐559‐0846

Remember 

to complete your survey 
after the event.

Thank You!



www.autm.net

Welcome 

AUTM Members
www.autm.net



Member BenefitsDiscounted Pricing 
– Professional development courses 

– Annual Meeting 

– Online courses

– Online job posting

– Membership mailing lists 

• Access to AUTM Publications
– AUTM Better World Report

– AUTM Salary Survey

– AUTM Technology Transfer Practice Manual

– AUTM Licensing Activity Survey (currently for United States and Canada)

– AUTM Update

Member Benefits
In‐person and Online Networking

– Special Interest Groups

– Online Discussion Groups

– Volunteer committees

– Partnership Forum at Annual Meeting

– Meetings at national and regional levels

Additional Benefits
– Updates on legislative activity and how it affects you

– Meeting proceedings and presentations

– Member discount on the AUTM Licensing Activity Survey (currently for United States and 

Canada)

– Access to post data on the Global Technology Port



AUTM Education Library

Seeded content:

• 23 Annual Meeting 
workshop recordings

• 10 relevant links to the 
TTP Manual

• 5 educational webinar 
recordings

• Additional content added 
annually by committee

http://www.autm.net/source/ed-library/index.cfm

Introducing AUTM’s 
newest member benefit

Member Benefits
The AUTM Global Technology Portal (GTP)



If you're an AUTM member, you're 
already signed up for the GTP. Simply 
login with your AUTM member login 
and password. 

GTP.AUTM.NET

AUTM Global Technology Portal 
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Mr. Quan-Ling Sim

Head, PCT Outreach and User Relations Section
Thursday

July 25, 2013

The Patent Cooperation Treaty (PCT) 
Application Process Explained From Start to Finish!

Main Topics

• What is a patent?

• What is the PCT?

• Why use the PCT?



What is a Patent?

• A territorial right that is granted by a government authority for an 
invention in a field of technology
– Exclusive right to prevent others from making, using, distributing, selling 

or importing the invention

• Invention is a product, process or apparatus that is new (novel), 
useful (utility) and non-obvious (inventive step)

• Provides protection for 20 years from the filing date of the patent 
application



What is a Patent? (2)

• The exclusive right is granted for a limited period in exchange for 
public disclosure of the invention
– Patent applications published at 18 months from the date of filing

– Accelerates and advances technological development

• Application for a patent is made with a national or regional patent 
authority, or alternatively, through the Patent Cooperation Treaty

Traditional Patent System

• Local patent application followed within 12 months by multiple 
foreign applications claiming priority under the Paris Convention

• Multiple formality requirements, searches, publications, 
examinations, prosecutions

• Translations and national fees at 12 months

0 12

File
application

locally

(months)



What is the PCT?

• An international treaty facilitating the process of seeking patents 
internationally

• An efficient and advantageous procedure for users of the patent 
system and patent Offices

• Signed in June 1970 and became operational in June 1978 with 18 
Contracting States

General Remarks on the PCT

• The PCT system is a patent “filing” system, not a patent  “granting” 
system

• The PCT system consists of an international and national phase

• The decision on granting patents is taken exclusively by national or 
regional Offices in the national phase



148 PCT Contracting States (1)

148 PCT Contracting States (2)

Albania
Algeria
Angola
Antigua and Barbuda
Armenia
Australia
Austria
Azerbaijan
Bahrain
Barbados
Belarus
Belgium
Belize
Benin
Bosnia and Herzegovina
Botswana
Brazil
Brunei Darussalam
Bulgaria
Burkina Faso
Cameroon
Canada
Central African Republic
Chad
Chile
China
Colombia
Comoros
Congo
Costa Rica
Côte d'Ivoire
Croatia

Cuba
Cyprus
Czech Republic
Democratic 
People's

Republic of Korea
Denmark
Dominica
Dominican Republic
Ecuador
Egypt
El Salvador
Equatorial Guinea
Estonia
Finland
France
Gabon
Gambia
Georgia
Germany
Ghana
Greece
Grenada
Guatemala
Guinea
Guinea-Bissau
Honduras
Hungary
Iceland
India
Indonesia
Iran

Ireland
Israel
Italy
Japan
Kazakhstan
Kenya
Kyrgyzstan
Lao People’s Dem Rep.
Latvia
Lesotho
Liberia
Libya
Liechtenstein
Lithuania
Luxembourg
Madagascar
Malawi
Malaysia
Mali
Malta
Mauritania
Mexico
Monaco
Mongolia
Montenegro
Morocco
Mozambique
Namibia
Netherlands
New Zealand
Nicaragua
Niger

Sudan
Swaziland
Sweden
Switzerland
Syrian Arab Republic
Tajikistan
Thailand
The former Yugoslav

Republic of Macedonia
Togo
Trinidad and Tobago
Tunisia
Turkey
Turkmenistan
Uganda
Ukraine
United Arab Emirates
United Kingdom
United Republic of 
Tanzania
United States of America
Uzbekistan
Viet Nam
Zambia
Zimbabwe

Nigeria
Norway
Oman
Panama
Papua New Guinea
Peru
Philippines
Poland
Portugal
Qatar
Republic of Korea 
Republic of Moldova
Romania
Rwanda
Russian Federation
Saint Kitts and Nevis
Saint Lucia
Saint Vincent and

the Grenadines
San Marino
Sao Tomé e Principe
Saudi Arabia
Senegal
Serbia
Seychelles
Sierra Leone
Singapore
Slovakia
Slovenia
South Africa
Spain
Sri Lanka



Countries not yet PCT Contracting States

Afghanistan
Andorra
Argentina
Bahamas
Bangladesh
Bhutan
Bolivia
Burundi
Cambodia
Cape Verde
Democratic Republic of Congo
Djibouti
Eritrea
Ethiopia
Fiji
Guyana

Haiti
Iraq
Jamaica
Jordan
Kiribati
Kuwait
Lebanon
Maldives
Marshall Islands
Mauritius
Micronesia
Myanmar
Nauru
Nepal
Pakistan
Palau

Paraguay
Samoa
Solomon Islands
Somalia
South Sudan
Suriname
Timor-Leste
Tonga
Tuvalu
Uruguay
Vanuatu
Venezuela
Yemen
(45)

PCT Applications (2012)
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Record filings in 2012

Over 195,000 applications filed

Close to 7% increase over 2011
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Examples of increases in 
certain national Offices

NL: +14%
CN: +13.6%
KR: +13.4%
FI: +13.2%
JP: +12.3%

Filings by Country of Origin (2012)

Top 20 Fields of Technology (2012)
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Biotechnology
Engines, pumps, turbines

Organic fine chemistry
Audio-visual technology

Semiconductors
Measurement

Transport
Pharmaceuticals

Medical technology
Computer technology
Digital communication
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Top PCT Applicants: Businesses (2012)

Top PCT Applicants: Universities (2012)



Typical PCT Timeline

International phase: months 12-30

PCT International Phase

• Unified filing procedure consisting of the filing and processing of a 
single application in any language with legal effect in all PCT 
Contracting States

• Information on the potential patentability of an invention prior to the 
start of national patent procedures (“national phase”)

• Publication of the international application together with the 
International Search Report

• Time delay of at least 30 months before the start of the national 
patent procedure



What Does a PCT Application Contain?

• A request

• A description

• One or more claims

• Drawings (where necessary)

• An abstract

The Receiving Office

• PCT applications are filed with a receiving Office

• Formalities check of the PCT application

• Accords or refuses an international filing date

• Specifies one or more International Authorities for search or 
examination

• Collects fees for the receiving Office, International Bureau and the 
International Searching Authority



International Search

• Performed by an International Searching Authority

• PCT Minimum Documentation (PCT Rule 34)

• Everything which has been made available to the public, anywhere 
in the world, by means of written disclosure

• Capable of being of assistance in determining that the claimed 
invention is or is not new and that it does or does not involve an 
inventive step

• Made available to the public prior to the international filing date

International Searching Authorities

• Australia

• Austria

• Brazil

• Canada

• China

• Egypt

• Finland

• India (not yet operating)

• Israel

• Japan

• Republic of Korea

• Russian Federation

• Spain

• Sweden

• United States of America

• European Patent Office

• Nordic Patent Institute 
(Denmark, Iceland, Norway)



International Search Report (ISR)

• IPC (International Patent Classification) symbols

• Indications of the technical areas searched

• Indications relating to any finding of lack of unity

• A list of the relevant prior art documents

• Indications relating to any finding that a meaningful search could not 
be carried out in respect of certain (but not all) claims

International Search Report (ISR) (2)

• Time limit to establish ISR and written opinion of the ISA
– 3 months from the date of receipt of the search copy by the ISA (usually 

within approximately 16 months from the priority date if priority is 
claimed); or

– 9 months from the priority date, whichever time limit expires later



Example of an ISR

Documents 
relevant to 

whether or not 
your invention 

may be 
patentable

Symbols indicating
which aspect of 

patentability 
the document cited is

relevant to (for 
example, novelty, 

inventive step, etc.)

The claim numbers
in your application to

which the document is
relevant

Written Opinion of the ISA

• A preliminary non-binding opinion on novelty, inventive step and 
industrial applicability

• Established at the same time as the ISR

• Remains secret during the international phase

• No formal response procedure although applicants may submit 
informal comments



Example of the Written Opinion

Patentability 
assessment
of the claims

Reasoning 
supporting 

the 
assessment

International Publication

• Takes place shortly after 18 months from the earliest filing date
• One of the main functions of the International Bureau
• Contents of published PCT application

– Standardized front page with bibliographic data, title and abstract
– Description, claims and drawings (if any)
– International Search Report
– Other elements prescribed by the PCT Regulations (e.g., amended 

claims, declarations, etc.)
• Ten publication languages (Arabic, Chinese, English, French, 

German, Japanese, Korean, Portuguese, Russian, Spanish)
• PCT application file maintained by the International Bureau is 

publicly available after international publication and contains other 
documents such as the application as filed, PCT Forms and general 
correspondence



Supplementary International Search

• Introduced on January 1, 2009

• Optional procedure

• More comprehensive overview of the prior art, e.g., language 
coverage

• Offered by Austria, European Patent Office, Finland, Russian 
Federation, Sweden, Nordic Patent Institute (6)

International Preliminary Examination

• Optional procedure

• Requested by filing a demand before the expiry of 22 months with 
an International Preliminary Authority (IPEA) (same list as ISA)

• Opportunity to amend the description, claims and drawings to 
address objections raised by the ISA before the start of the national 
phase procedure

• Results in the issuance of a preliminary, non-binding opinion by the 
IPEA on novelty, inventive step and industrial applicability
– International Preliminary Report on Patentability (Chapter II) (IPRP 

Ch.II)



PCT National Phase

• After the end of the international phase

• PCT is a gateway to national patent systems

• Leads to the grant (or refusal) of a patent by national or regional 
Offices

Why Use the PCT?

• “Internationalization” of a single PCT application providing near 
global geographical coverage

• Time delay (additional time for decision making)

• Patentability assessment

• Cost deferral



Patentability Assessment

• Strong basis for patenting decisions

• Valuable information that is of assistance in making patenting 
decisions

• The International Search Report (ISR) and the written opinion of the 
International Searching Authority

• International Preliminary Report on Patentability                  
(IPRP (Ch.II)) of the International Preliminary Examining Authority 
(optional)

Cost Deferral

• Seeking patents in foreign countries requires a significant capital 
investment

• The PCT provides for the deferral of main initial costs associated 
with internationalization:
– Cost of translations

– Local patent agent fees

– Local patent Office fees



When are These Initial Costs Incurred?

Other PCT Advantages

• Amendment possibilities under the Chapter II procedure prior to 
entry into the national phase
– Description

– Claims

– Drawings

• Electronic filing of PCT applications at reduced expense

• Management of PCT applications in ePCT



Need More Information?

• PCT Resources
– http://www.wipo.int/pct/en/

• PCT Information Service
– Telephone: (+41-22) 338 83 38 

– E-mail: pct.infoline@wipo.int

Questions? Comments?



Discussion 

and Q&A 
Type your questions into the chat box 
on the left hand side of your screen.

You may need to exit full screen to access the chat box.

Thank you for your 
participation.

Remember to complete 

our online survey.



Webinar Recordings
Basics of Technology Transfer for Licensing Professionals

Basic Patenting 101
Copyright Law and Content/Software Licensing

Equity Based License Agreements
Financial Conflicts of Interest

Marketing: Whether By Traditional or Social Media, the Value
Need to Know Basics of Technology Transfer for Support Staff

Negotiation of License Agreements
Nuts and Bolts for Compliance Under Federal Funding Awards

The Basics of Open Source Licensing
Tips for Managing MTAs

Triage
Valuation of Inventions and Patents

(More Added Monthly)

www.autm.net/onlinelearning

Network with AUTM Online

http://twitter.com/AUTM_Network

Type “Association of University
Technology Managers” into  the search
box on Facebook and click “like”

Search groups for AUTM at
www.linkedin.com  



Register now for 
AUTM’s next webinar

• What You Need to Know About Europe’s 
New Patent System

– July 31

www.autm.net/OnlineLearning

Watch the AUTM Website for 

upcoming webinars

• Registered Technology Transfer Professional: A Career Opportunity

– August 7  FREE

• Negotiation of License Agreements

– August 21

• How to Stop Worrying & Start Implementing Licensee Compliance

– August 27

• Royalties and Relationships – Keeping Current, Complete and Congenial

– Sept. 18 

• Dashboard Driven IP Portfolio Management

– Sept. 25

• Venture Capital 101

– October 15

• Many more to come!



AUTM Eastern Region Meeting

Sept. 9 – 10, 2013

The Boston Park Plaza & Towers
Boston, MA  USA

AUTM Western Region Meeting

Sept. 30 – Oct. 1

The Nines Hotel
Portland, OR  USA

www.autm.net/Events

AUTM Region Meetings

New for 2013!

Successful Practices in Small 
Technology Transfer Offices
 Oct. 23 – 24

InterContinental Dallas
Dallas, TX  USA

www.autm.net/Events

Register 
Today!

AUTM Courses 

NEW!



AUTM Essentials of Academic 
Technology Transfer Course

October 23 – 25
InterContinental Dallas
Dallas, TX  USA

AUTM Technology Operations and Organization 
Licensing Skills (TOOLS) Course

October 23 – 25
InterContinental Dallas
Dallas, TX  USA

www.autm.net/Events

AUTM Courses 

AUTM 2014 Annual Meeting

Feb. 19 – 22
San Francisco Marriott Marquis
San Francisco, CA USA

www.autm.net/Events

 Save the   
Date!

AUTM Annual Meeting 


