
Welcoming remarks will begin at 

11:55 a.m. Eastern Time.

The formal presentation will begin at Noon Eastern

FOR AUDIO: 

To connect by phone: dial +1-866-365-4406  Access code 5627649 

To connect by VoIP: Click the AUDIO button at the top of the screen. 

For a list of international toll-free numbers check your confirmation email for the direct link. 

The Art behind a Prior Art Search and Patentability 
Opinion

The following presentation reflects the personal views and thoughts of 
Christopher McKinney and Andrew Rapacke, and is not to be construed as 
representing in any way the corporate views or advice of Georgia Regents 
University or Registered Patent Agent and their Affiliates, Subsidiaries or 

Divisions, nor the views or advice of the Association of University Technology 
Managers (AUTM). The content is solely for purposes of discussion and 

illustration, and is not to be considered 

legal advice.
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Thank you to our 
sponsor. 



Questions?
We look forward to answering your 

questions today. 

Operator Assistance

Audio difficulties: Dial 0 0

Other issues: +1-847-559-0846



Remember 

to complete your survey 
after the event.

Thank You!

www.autm.net



Welcome 

AUTM Members
www.autm.net

Member BenefitsDiscounted Pricing 
– Professional development courses 

– Annual Meeting 

– Online courses

– Online job posting

– Membership mailing lists 

• Access to AUTM Publications
– AUTM Better World Report

– AUTM Salary Survey

– AUTM Technology Transfer Practice Manual

– AUTM Licensing Activity Survey (currently for United States and Canada)

– AUTM Update



Member Benefits
In-person and Online Networking

– Special Interest Groups (SIGS)

– Online Discussion Groups

– Volunteer committees

– Partnership Forum at Annual Meeting

– Meetings at national and regional levels

Additional Benefits
– Updates on legislative activity and how it affects you

– Meeting proceedings and presentations

– Member discount on the AUTM Licensing Activity Survey (currently for United States and 

Canada)

– Access to post data on the Global Technology Portal

Christopher McKinney

Georgia Regents University



Andrew Rapacke

Registered Patent Agent

The Art Behind a Prior Art 

Search and Patentability Opinion

Andrew Rapacke

USPatentsNMore

Christopher McKinney

Georgia Regents University



Overview

• Why care?

• What is prior art?

• Why conduct a prior art search?

• Understanding the ‘Big Picture’

• Patents in a nutshell

• Creating a search methodology

• Knowing your duties in conducting a search

• Claim drafting basic based on search results

• Special topic: freedom to operate

• Closing thoughts

Why care?

If you work in a technology transfer office, you 

should care about:

Meaningful patentability

↓

Commercial potential



What is prior art?

• Any information in the public domain in any form 

before a given date that might be relevant to 

potential features and embodiments of your 

invention.

• Remember: If the features of your invention have 

been described or claimed in the prior art, you will 

not meet the statutory requirements of 35 U.S.C. §
101.

Why conduct a prior art search?

• Identify if you may be able to patent your invention 

based on what is found in the public domain 

(patentability).

• Understand the distinguishing features of available 

relevant art when you draft claims.

• Prior art is generally expected to provide a 

description sufficient to inform one skilled in the art

of whether there is art that falls within the scope of 

your potential claims.



Understanding the ‘Big Picture’

• Identify why you want to do a prior art search.

• Understand that prior art searching can be a cost-effective tool if used efficiently

• “The better the invention disclosure, the more efficiently you can search.”

• Understand the advantages and limitations of a “do-it yourself” search

• Advantage: Most inventors and offices are experts or specialists in a narrow 

field and may understand the nuances of an invention, technical materials, 

publications, and relevant art better than a third-party search firm.

• Disadvantages: Detaching yourself from the invention and being able to give 

an unbiased assessment and not understanding “the duty to disclose” or 

“what's close enough?”

• Third-party resources

• In-house attorneys

• Registered patent agent or attorneys

• Search firms

Patents in a nutshell

• What?
- process
- machine
- product
- composition of matter

(includes software)

• Patentability
- novel
- useful
- non-obvious

• Exclusive right – not an 
affirmative one!

• Term
- 20 years from filing

• Challenges – must file 
within one year of public 
use, offer for sale, sale, or 
publication; and, even that 
isn’t so safe under first-to-
file; enters public domain
after expiration of patent

• Variations
- plant patent

(asexual reproduction)
- design patent

(ornamental - 14 years)



Complex process!

Creating a search methodology



Have a plan…

1. Identify the keywords from your invention

2. Set-up and implement a search term strategy based 

on the keywords

3. Then, compare keywords and search terms on 

multiple databases

4. Identify patterns and begin eliminating

5. Finally, score the prior art and summarize

Keywords

• Identifying key words is the foundation to a diligent prior 

art search

• Think of keyword alternatives for your invention and 

specifically the novel features of your invention

• How do you know what's a keyword?

• Create a list of novel features of your invention and 

then identify those elements

• Use google and search engines to find similar elements 

and even use a thesaurus for similar words and 

concepts



Search terms

• Start a broad search and narrow it down as you eliminate 

possible search terms

• “Funnel down” your research as irrelevant art is returned

Select databases

Cost/benefit analysis

• You must balance how much searching to do given available 

financial and human resources

Minimum search should include a search of issued patents and 

abandoned applications

• USPTO Database (http://www.uspto.gov/patft/index.html)

• European Patent Office (http://www.epo.org/searching.html)

• Google Patents (www.google.com/patents)

Recommended subscription-required search database

• Thomson Innovation (http://info.thomsoninnovation.com/)

• PatBase (http://www.patbase.com/login.asp)

http://www.uspto.gov/patft/index.html
http://www.epo.org/searching.html
http://www.google.com/patents
http://info.thomsoninnovation.com/
http://www.patbase.com/login.asp


Search recap

• Start a broad search (200-300 results)

• Try to identify families of patents and look for patterns

• Create a “score card” of each patent and include notes

• Identify your highest scoring prior art and begin an in-

depth analysis

• Identify distinguishing features in the prior art

• Remember - Don’t confuse search results with 

patentability!

USPTO Seven Step Method

1. Brainstorm terms to describe the invention

2. Use these terms to find an initial USPC class/subclass in the US 

Patent Classification Index

3. Verify the relevancy of the USPC class/subclass in the US Patent 

Classification Schedules

4. Confirm scope of subclass using U.S. Patent Classification 

Definitions

5. Retrieve and review complete US Patent documents and published 

applications

6. Using the USPC classification you previously identified, find 

relevant Cooperative Patent Classifications

7. Conduct a classification Search of CPC Class Schedules on the 

EPO’s website

For more information please visit:  
http://www.uspto.gov/products/library/ptdl/services/step7.jsp

http://www.uspto.gov/products/library/ptdl/services/step7.jsp


Knowing your duties in conducting a search

Duty to Disclose

37 C.F.R. 1.56 Duty to disclose information material to 

patentability.

(c) Individuals associated with the filing or prosecution of a 

patent application within the meaning of this section are:

(1) Each inventor named in the application;

(2) Each attorney or agent who prepares or prosecutes 

the application; and

(3) Every other person who is substantively involved in 

the preparation or prosecution of the application and who 

is associated with the inventor, with the assignee or with 

anyone to whom there is an obligation to assign the 

application.



Duty of Candor and Good Faith

37 CFR § 1.56 (1977), commonly referred to as Rule 56.

(a) failure to submit material prior art known by the applicant;

(b) failure to explain references in a foreign language or submit pre-existing 

full or partial translations of the references;

(c) misstatements of fact, including misstatements in affidavits concerning 

patentability; and

(d) Inaccurate authorship.

• A reference is material if "there is a substantial likelihood that a reasonable 

examiner would consider it important in deciding whether to allow the 

application to issue as a patent." Therasense, Inc. v. Becton

Inequitable Conduct

37 C.F.R. 1.56 Duty to disclose information material to 

patentability

• “no patent will be granted on an application in connection with 

which fraud on the Office was practiced or attempted or the 

duty of disclosure was violated through bad faith or intentional 

misconduct.”

http://www.uspto.gov/web/offices/pac/mpep/documents/appxr_1_56.htm#cfr37s1.56


Claim drafting based on search results

• Claims constitute the most crucial part of a patent and should allow one 

skilled in the art to understand the invention based solely on the claims.

• The language of claims determines if your patent application will be 

granted or not.

• Terms must be neither too broad nor narrow, but the usage of the words 

must be justified and the words must adequately describe the patented 

subject matter.

• Claims differentiate the invention from past inventions and thereby 

affirm the novelty of the proposed invention.

• The more accurate the prior art search, the more easily the patent drafter 

will be able to identify and understand what claims and features already 

exist.

Special topic: freedom to operate

What is Freedom to Operate?

Freedom to Operate (FTO) is an evaluation of whether you 

infringe the patent, design or trademark rights of another 

entity.

Freedom to Operate from a patent perspective

Freedom to Operate (FTO) from a patent perspective means 

that you have diligently searched and concluded that your 

product does not infringe the intellectual property and patent 

rights of another. Freedom to operate can never be determined 

with absolute certainty due to inherent features of the patent 

system.



Closing thoughts

36

Discussion 

and Q&A 
Click the raise hand button.

When called on, press * 7 on your telephone keypad to 
un-mute your phone. 

Press * 6 to re-mute your phone.



Questions? Comments?

Thank you for your 
participation.

Remember to complete 

our online survey.



Thank you to our 
sponsor. 

Webinar Recordings
Creating Value

Telling Our Story: Better World Project and Advocacy Videos
Federal Award Terms

Policymakers and Technology Transfer
Life Science Licenses: The Good, the Bad, and the Ugly

Clean up on Aisle 3!
Demystifying Government Use Rights

Royalty Monetization – Primer, Current Trends, and Best Practices
Royalties and Relationships – Keeping Current, Complete and Congenial

Taming the MTA Beast:  Tips for Successfully Negotiating
Post-grant Proceedings under the AIA- How Do They Affect My University?

(More Added Monthly)

www.autm.net/onlinelearning



Register now for 
AUTM’s next webinar

• Anatomy of a License Agreement

- April 23

www.autm.net/OnlineLearning

Watch the AUTM 
Website for 

upcoming webinars



Network with AUTM Online

http://twitter.com/AUTM_Network

Type “Association of University
Technology Managers” into  the search
box on Facebook and click “like”

Search groups for AUTM at
www.linkedin.com  

AUTM Central Region Meeting
July 20 – July 22, 2015

Hilton Nashville Downtown

Nashville, TN USA

AUTM Eastern Region Meeting

Aug. 31 – Sept. 1, 2015

Raleigh Marriott City Center
Raleigh, NC USA

www.autm.net/Events

AUTM Region Meetings

http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1
http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1


AUTM Successful Practices in Small 
Technology Transfer Offices

July 21 – July 22, 2015

Hilton Nashville Downtown

Nashville, TN USA

Watch for more details!  

www.autm.net/Events

AUTM Professional Development

AUTM 2015 Annual Meeting

Feb. 22 – 25

New Orleans, LA USA

www.autm.net/Events

Save the    
Date!

AUTM Annual Meeting 


