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Welcoming remarks will begin at 

11:55 a.m. Eastern Time.

The formal presentation will begin at Noon Eastern

FOR AUDIO: 

To connect by phone: dial +1-866-365-4406  Access code 5627649 

To connect by VoIP: Click the AUDIO button at the top of the screen. 

For a list of international toll-free numbers check your confirmation email for the direct link. 

Meeting the Challenges of TTO Royalty & Equity 

Distributions

Meeting the Challenges of TTO Royalty & 
Equity Distributions

Speakers:
Mary Albertson, Stanford University

Jennifer Folger, Michigan State University
Maureen Upshaw, University of Florida

August 12, 2015
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Thank you to our 
sponsors. 

Questions?
We will be taking questions at the 

conclusion of the presentation. 



8/11/2015

3

Operator Assistance

Audio difficulties: Dial 0 0

Other issues: +1-847-559-0846

Remember 

to complete your survey 
after the event.

Thank You!
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www.autm.net

Welcome 

AUTM Members
www.autm.net
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Member BenefitsDiscounted Pricing 
– Professional development courses 

– Annual Meeting 

– Online courses

– Online job posting

– Membership mailing lists 

• Access to AUTM Publications
– AUTM Better World Report

– AUTM Salary Survey

– AUTM Technology Transfer Practice Manual

– AUTM Licensing Activity Survey (currently for United States and Canada)

– AUTM Update

Member Benefits
In-person and Online Networking

– Special Interest Groups (SIGS)

– Online Discussion Groups

– Volunteer committees

– Partnership Forum at Annual Meeting

– Meetings at national and regional levels

Additional Benefits
– Updates on legislative activity and how it affects you

– Meeting proceedings and presentations

– Member discount on the AUTM Licensing Activity Survey (currently for United States and 

Canada)

– Access to post data on the Global Technology Portal
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Mary Albertson,
Stanford University

Jennifer Folger,
Michigan State University
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Maureen Upshaw,
University of Florida

Meeting the Challenges of TTO 
Royalty & Equity Distributions
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The following presentation reflects the personal views and thoughts of 
Mary Albertson, Maureen Upshaw and Jennifer Folger and is not to be 
construed as representing in any way the corporate views or advice of 
Stanford University, the University of Florida or University of Florida 
Research Foundation, or Michigan State University or their Affiliates, 
Subsidiaries or Divisions, nor the views or advice of the Association of 

University Technology Managers (AUTM). The content is solely for 
purposes of discussion and illustration, and is not to be considered legal 

advice.

15

Policies and Best 

Practices



8/11/2015

9

University policies

• Policies vary by institution 

• Change over time via official revisions

• Do not cover all scenarios

– Need BEST PRACTICES to provide consistent and 
equitable procedures

Stanford Royalty Sharing

After deductions for overhead 
(15%) and expenses, the net 
cash royalties are divided:

1/3 to inventors

1/3 to inventors’ departments

1/3 to inventors’ school
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MSU Patent Policy: After expense recovery:

* First $5,000 goes to inventors

* Next $100,000 split evenly between 
inventors, inventors’ colleges and the 
University

* Next $400,000 split 30% inventors, 
30% colleges, 40% University

* Next $500,000 split 20% inventors, 
20% colleges, 60% University

* All additional net licensing proceeds 
split 15% inventors, 15% colleges, 70% 
University.

UF Distribution of Income Policy
For net adjusted income up to $500,000 (Schedule A):

• 40% individual creator(s)

• 10%  program(s)

• 7.5%  creator(s)department

• 7.5%  creator(s) college

• 35%  UFRF

For net adjusted income $500,000  or over (Schedule B):

• 25%  individual creator(s)

• 10%  program(s)

• 10%  creator(s)department

• 10%  creator(s) college

• 45%  UFRF
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Recouping Unreimbursed Expenses

• Legal expenses that are not reimbursed by the 
licensee must be recouped before license income 
distribution can occur (per policy).

• Legal expenses may be marked as non-billable due to 
the type of expense or the dates of the expense may 
fall outside of the range of billable expenses as 
negotiated in the license.  These must come from 
license income.    

Recouping Unreimbursed Expenses
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Inventor Distribution 

Challenges

Inventor splits

• Need an agreements between all inventors (Creator Income 
Distribution Agreement –UF; Proceeds Distribution Forms –
MSU)

• Splits should be determined at the time of disclosure or at the 
time you decide to go forward on a technology

Why? – BECAUSE MONEY CHANGES 
EVERYTHING
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When inventors can’t come to 
agreement on split of license income….

• MSU and UFRF asks for splits (% contribution) at the time of 
disclosure. If the inventors cannot mutually agree, an equal 
split will be used.

• Stanford uses an equal split unless inventors agree, in writing

Missing Inventors
• Co-inventors are often a good point of contact

• Reach out to the inventor’s department for 
any forwarding information.
- Search Google, LinkedIn, 

Facebook, etc.
- Set standards to verify the 

“John Doe” you found is the 
correct “John Doe” 

http://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://nurshahiraabdolmalek.blogspot.com/&ei=1KeeVaLYB4jYggSL8Y6ACg&bvm=bv.96952980,d.eXY&psig=AFQjCNFJvUv1WY7qiaM6MLbNhRS3fMEmcw&ust=1436547403839233
http://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://nurshahiraabdolmalek.blogspot.com/&ei=1KeeVaLYB4jYggSL8Y6ACg&bvm=bv.96952980,d.eXY&psig=AFQjCNFJvUv1WY7qiaM6MLbNhRS3fMEmcw&ust=1436547403839233
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Foreign National Inventors

• As former faculty or former students move  outside 
of the US, we must determine if their distribution 
payment requires a W-9 (US citizen or resident alien) 
or W-8BEN (foreign person) for vendor set-up and 
IRS reporting.

• Some countries no longer use paper checks. Consider 
electronic payments to foreign inventors. 

Deceased Inventors

• When an inventor passes away, royalties are still due 
to their estate or their heirs

• Work with your institution’s General Counsel to 
determine documentation needs for proof of 
inheritance

• Adjust records and calculation method to include 
new payees
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What happens to undistributed income when 
you can’t locate the inventor?

• In the US, unclaimed property (such as 
royalties) must be escheated to the state.

• Laws vary state to state

• UF and MSU hold the income to distribute for 
one year; at that point we start the process of 
transferring income to the State.

MSUT escheats through the main 

Accounting office at the end of every 

fiscal year.
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Communication

Improves Customer Service

• Inventors know what they’re getting without 
asking

• Easy to use for their future reference

• Source may be needed for Conflict of Interest 
disclosures later
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Keep It Simple

• Policy

• How it translates into reality

• Don’t give them choices that are exceptions

• Be prepared to discuss sources and amount 
prior and post distribution

Researcher Portal
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Distribution by Source

• Policy

• How it translates into reality

• Don’t give them choices that are exceptions

• Be prepared to discuss sources and amount 
prior and post distribution

Set expectations

• Be up front with faculty regarding timing of 
royalty payments

• Be consistent in how and when you distribute

• Be as open and honest as possible with faculty 
regarding any unexpected delays
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Inter-Institutional 

Agreements

Inter-Institutional Agreements

• Inventors from other institutions sometimes collaborate 
on their works or inventions which may result in joint 
owned technology.  This type of teamwork can prove 
successful in developing marketable technologies, so an 
Inter-Institutional Agreement (IIA) is executed.

• The lead institution must be sure to include the co-owner 
in the distribution of any license income.  The IIA should 
include information on unreimbursed legal expenses, 
administrative fees, and the % split of income for each 
institution. 
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Potential Co-Owner/IIA Issues
• An IIA was put in place.  The shared technology was not yet 

licensed and the IIA allowed for shared patent expenses, so 
the IIA was billed at 50%.

• A License was later executed, but the licensing officer did 
not factor in patent expenses paid by the IIA, so the new 
licensee reimbursed the lead institution for the remaining 
expenses only.

• The co-owner contacted the lead institution and wanted 
the legal they had paid to be reimbursed, so the lead 
institution had to reimburse the IIA from their portion of 
license income.

Co-Owner/IIA-Legal Report

• The below legal expense report was modified 
to add “Amount reimbursed by co-owner (cost 
sharing)” in order to be sure we do not forget 
about co-owners when we license a 
technology.

https://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRxqFQoTCJH764zch8YCFYeMDQodPRcAhg&url=https://patch.com/california/glendora/la-making-hiv-pill-available-risk-residents-0&ei=c4l5VdH1L4eZNr2ugLAI&bvm=bv.95277229,d.eXY&psig=AFQjCNEmSs1QlGIk3nDeKIrTwfvUcA342g&ust=1434114711009357
https://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRxqFQoTCJH764zch8YCFYeMDQodPRcAhg&url=https://patch.com/california/glendora/la-making-hiv-pill-available-risk-residents-0&ei=c4l5VdH1L4eZNr2ugLAI&bvm=bv.95277229,d.eXY&psig=AFQjCNEmSs1QlGIk3nDeKIrTwfvUcA342g&ust=1434114711009357
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Co-Owner/IIA-Legal Report

Interpreting License 

Terms
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Milestones

• If credited against earned royalties, should 
they be distributed as earned royalties?

• If not creditable and there are multiple 
patents in the license, do you try to weight the 
distribution based on relative value of 
different IP?

New IP added to Agreement

A new invention with multiple inventors

• Past revenue is distributed per original formula

• Future revenue is distributed by new formula – usually just divided evenly

• If weighting revenue, licensee is the one to determine how much more 
valuable one technology is over another

• Earned royalties and milestones may be distributed differently from 
annual minimums
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IP Removed from License

• Past revenue distribution left as is

• Current and future equally divided unless 
weighted distribution specified by licensee

• Earned royalties distributed based on 
technologies used in licensed product

Equity Distributions

• In order to calculate 
equity distributions 
based on our IP policy, a 
threshold 
“Equity/Schedule B” 
was created for 
distributions
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Some examples…

Complex Royalty Distribution Case Study

48

In this example, 3 

cases are licensed.  

One of the inventors is 

only on 1 of the cases.  

There is also more 

than 1 Department & 

Program involved.

2 Co-

Owners 

share in the 

income 

distribution

http://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://www.dailygalaxy.com/my_weblog/2008/03/venus-mars-are.html&ei=KJmeVeqYEpDAgwSYsIHgCw&bvm=bv.96952980,d.eXY&psig=AFQjCNFbHpFAEyWfaTL8IvCQ6vT3ICIvCQ&ust=1436543539540239
http://www.google.com/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://www.dailygalaxy.com/my_weblog/2008/03/venus-mars-are.html&ei=KJmeVeqYEpDAgwSYsIHgCw&bvm=bv.96952980,d.eXY&psig=AFQjCNFbHpFAEyWfaTL8IvCQ6vT3ICIvCQ&ust=1436543539540239
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Case study including Startup and Co-owner

• In this example, 
26 cases are 
licensed!  Our 
Co-owner shares 
in 17 of the 26 
cases.  There are 
also multiple 
inventors with 
various % they 
contribute on 
each case.

Our co-owner 

on this 

license is a 

start-up 

company with 

a former 

employee as 

the Owner.  

The start-up 

is allowed to 

see all 

documents 

related to the 

license, so 

we know they 

are checking 

our 

calculation 

every time!

Q&A time!
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Discussion 

and Q&A 
Click the raise hand button.

When called on, press * 7 on your telephone keypad to 
un-mute your phone. 

Press * 6 to re-mute your phone.

Thank you for your 
participation.

Remember to complete 

our online survey.
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Thank you to our 
sponsors. 

Webinar Recordings
Basics of Technology Transfer for Licensing Professionals

Basic Patenting 101
Copyright Law and Content/Software Licensing

Equity Based License Agreements
Financial Conflicts of Interest

Marketing: Whether By Traditional or Social Media, the Value
Need to Know Basics of Technology Transfer for Support Staff

Negotiation of License Agreements
Nuts and Bolts for Compliance Under Federal Funding Awards

The Basics of Open Source Licensing
Tips for Managing MTAs

Triage
Valuation of Inventions and Patents

(More Added Monthly)

www.autm.net/onlinelearning
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Register now for 
AUTM’s next webinar

• Triage - How to Evaluate Early Stage Technologies 
- August 18, 2015

www.autm.net/OnlineLearning

Watch the AUTM Website for 

upcoming webinars

• Developing A Need-Driven Innovations Portfolio 

- Sep 22, 2015 

• The How-To's for Improving Tech Transfer Office Legal Expense Review

- September 30, 2015



8/11/2015

29

Network with AUTM Online

http://twitter.com/AUTM_Network

Type “Association of University
Technology Managers” into  the search
box on Facebook and click “like”

Search groups for AUTM at
www.linkedin.com  

AUTM Eastern Region Meeting
Aug. 31 – Sept. 1, 2015
Raleigh Marriott City Center
Sept. 10 - 11, 2015

AUTM Western Region Meeting
Sept. 10 – 11, 2015
Hyatt Regency Calgary
Calgary, Alberta Canada

Registration Now Open!

AUTM Region Meetings

http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1
http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1
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AUTM TOOLS/ Essentials Courses
Oct. 5 - 7
The Westin Seattle

Seattle, WA USA

AUTM Partnering Forum 
(Animal Health & Nutrition Technologies)

Sept.  1 - 2

Hosted by Kansas State University and Auburn University
Kansas City, MO USA

AUTM Business Development 

Nov. 17 -18 

Hyatt Regency Dallas

Dallas, TX USA

www.autm.net/Events

Save the    
Date!

AUTM Courses & Partnering Forums 

Register 

Today!

Have an Interesting Topic?

The Online Professional Development 
Committee is seeking proposals and speakers 

for potential webinars.

Submit Your Idea Today! 

www.autm.net
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AUTM 2016 Annual Meeting

Feb. 14 – 17
San Diego, CA USA

www.autm.net/Events

Registration 

Open Soon!  

AUTM Annual Meeting 


