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Welcoming remarks will begin at 

11:55 a.m. Eastern Time.

The formal presentation will begin at Noon Eastern

FOR AUDIO: 

To connect by phone: dial +1-866-365-4406  Access code 5627649 

To connect by VoIP: Click the AUDIO button at the top of the screen. 

For a list of international toll-free numbers check your confirmation email for the direct link. 

The How-To's for Improving a Tech Transfer Office 

Legal Expense Review, Approval & Invoicing

The following presentation reflects the personal views and thoughts of Steven 
Bayliss, Kimberly A. Dunn, or Amanda Ottaway and is not to be construed as 
representing in any way the corporate views or advice of ISIS Innovation LTD, 

Thomas Horstemeyer LLP, or North Carolina State University and their 
Affiliates, Subsidiaries or Divisions, nor the views or advice of the Association 

of University Technology Managers (AUTM). The content is solely for 
purposes of discussion and illustration, and is not to be considered 

legal advice.
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The How-To's for Improving a Tech Transfer 
Office Legal Expense Review, Approval & 

Invoicing

Speakers:

Steven Bayliss, ISIS Innovation LTD

Kimberly Dunn, Thomas Horstemeyer LLP
Amanda Ottaway, North Carolina State University

September 30, 2015

Thank you to our 
sponsors. 
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Questions?
We will be taking questions at the 

conclusion of the presentation. 

Operator Assistance

Audio difficulties: Dial 0 0

Other issues: +1-847-559-0846
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Remember 

to complete your survey 
after the event.

Thank You!

www.autm.net
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Welcome 

AUTM Members
www.autm.net

Member BenefitsDiscounted Pricing 
– Professional development courses 

– Annual Meeting 

– Online courses

– Online job posting

– Membership mailing lists 

• Access to AUTM Publications
– AUTM Better World Report

– AUTM Salary Survey

– AUTM Technology Transfer Practice Manual

– AUTM Licensing Activity Survey (currently for United States and Canada)

– AUTM Update
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Member Benefits
In-person and Online Networking

– Special Interest Groups (SIGS)

– Online Discussion Groups

– Volunteer committees

– Partnership Forum at Annual Meeting

– Meetings at national and regional levels

Additional Benefits
– Updates on legislative activity and how it affects you

– Meeting proceedings and presentations

– Member discount on the AUTM Licensing Activity Survey (currently for United States and 

Canada)

– Access to post data on the Global Technology Portal

Steven Bayliss,

ISIS Innovation LTD
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Kimberly Dunn, GACP,

Thomas Horstemeyer LLP

Amanda Ottaway,

North Carolina State University
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BEST PRACTICE – Is Plural not Singular

• It is simply what works for your office best!  

• Gathering information based on practices of other similar organizations 
can make the task of creating SOPs easier.  This allows for…….

• Clear instruction to your patent firm regarding fees, invoices, 

communication, processes also referred to as the dreaded
Attorney Guidelines

• Have discussions with those within your organization 
who handle patent administration to determine what 

patent correspondence is necessary to 

the integral working of your office.

• What documents do you wish to receive from patent 
counsel?

Patent Prosecution Correspondence
What Do You Really Want to Know/See 
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• Do you want the kitchen sink or less? Reporting 
certain formalities may 
not be necessary?  

• Advising your patent firm up front can effectively 
minimize internal review and reporting letters, 
which ultimately can lower patent expenses.    

Patent Prosecution Correspondence 
What Do You Really Want to Know/See 

Managing Attorney Firm Expectations

• How do we want to receive correspondence?
Email Only, No Hard Copies

We specify how
each item should
be labeled.

Copy the
inventors and
case managers.
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• How do we want to receive invoices?
Electronic Expense Import (EEI)

File type
and 
contact.

Examples NOT
to use. Be 
specific!

We can’t pay for expenses if we don’t have the data.

Managing Attorney Firm Expectations

Provide required information:

• Institution Case Number
• Attorney Reference/Docket Number – BE CONSISTENT

• 5051.201 ⍯ 5051-201
• Separate invoice for each patent
• Detailed description of work

If the invoices don’t meet our
requirements, we send them

back.

Managing Attorney Firm Expectations

• How do we want to receive invoices?
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• Other Routine Correspondence

Specify what you will and won’t pay for.

• Annuities Reminders

Managing Attorney Firm Expectations

• Other Routine Correspondence

Specify what you will and won’t pay for.

• Office Action Summaries

Managing Attorney Firm Expectations



9/29/2015

12

Government Sponsorship 

• Always verify with OTT prior to including agency and grant information.

• Include required wording.

• Request changes be verified with OTT.

Because it is such an administrative burden to OTT when the language is not correct,
if the language or contents of the support clause are incorrect, we expect you to correct 

it at no charge to NC State.

Managing Attorney Firm Expectations

How-To’s for Improving the TTO Legal Expense Review, Approval  & Invoicing Process

Respond on time.
• Don’t treat deadlines as flexible.  Minimize the use of extensions.

Don’t leave it until the last minute. 
• If your Patent Attorney has to work late to act on your instructions it will be reflected in the 
bill.

Don’t be vague or ambiguous.
• If your patent attorney has to constantly seek clarification of your instructions it will incur 
costs.

Plan ahead.
• e.g. Arrange execution of formal documents in advance so that they can be submitted with 
your instructions to Outside Counsel.

• Source and arrange for the provision  of citations yourself.

Best Practices for Working with Outside
Patent Counsel
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How-To’s for Improving the TTO Legal Expense Review, Approval  & Invoicing Process

• Consider what communications you want your Outside Counsel to provide.
• Do you need publications to be reported ?

• How often do you want to be reminded about Convention/PCT Nat Phase deadlines?

• Consider what you can do yourself or via alternative providers.
• Instruct Foreign Associates direct.

• Pay Renewals/Maintenance yourself or via a Renewals Service provider.

• Make sure your Outside Counsel know who the client is.
• They should not take instructions from  inventors for example.

• Communicate via e-mail (request confirmation of receipt).

• Pay your Outside Counsel invoices in a timely manner.

• Use your Outside Counsel reference no.s.

Best Practices for Working with Outside
Patent Counsel

• Patent counsel is open to working with OTT office in offering a fee 
structure best suited for your situation. 

• Always provide a budget  -- unless your office has an open checkbook!

• Opt out of hourly rate plans for most services.

Fee Structures
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One commonly used is a tier structure (flat fee based on complexity or 
value) i.e.

Category 1 – simple technology w/basic claim set; physical sciences

Category 2 – somewhat more complex, i.e. chemical that includes extensive 
claim set

Category 3 – most complex, i.e. biotech or invention which has multiple 
embodiments and extensive claims.  Or an invention with voluminous 
figures

Fee Structures

Review of cover 
sheet PROV. 
w/drafted claims
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Other Common Fee Arrangements:

• Flat fees for specific projects; applications  that are filed continuously, 
i.e. a center on campus that will always be similar in technical nature.

Tip:  Good to indicate “not to exceed $$” rather than a fixed fee

Fee Structures

• Projected Fees - An Interesting Option…..

A budgeted fee that incorporates everything

from preparation and filing of application to

all incidentals up to a first office action, i.e. 

reporting letters, etc.

Eliminates monthly invoices

Fee Structures
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• When asking Outside Counsel to provide Fee Structures be very 
prescriptive and detailed regarding conditions and assumptions for 
pricing. 
• Set out Fees for Outside Counsel, Official Fees and Foreign Associates charges.

• Does Outside Counsel apply a Service Charge “mark-up” to Official Fees, Foreign 
Associate charges etc ?

• Standard hourly rates for Partners, Associates, Paralegals etc. (including any discounts).

• Draft & Provisional filing- set fee regardless of complexity?

• PCT filing – (i)  Assuming re-file of Provisional specification (ii) Assuming Attorney time 
required to incorporate new data.

• Standard costs for National Phase territories in more frequently filed territories.

• Charges for:

• Travel to and from meetings.

• Pre-filing discussions.

• Docketing and reminders.

31

Using Fee Structures

32

Projecting Patent Expenses
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• Projecting Patent Expenses is NOT an exact science.  

• The further you Project into the future the more unreliable your forecast 
becomes.

• Your Outside Counsel can help (see Fee Structures).

• There are services available that can help.

• http://www.patrafee.com/ip-forecaster/

• https://www.quantifyip.com/global-ip-
estimator/online/overview.aspx

33

Projecting Patent Expenses

34

Case Ref Country Application No. Renewals Due Estimated Costs Known Official Actions 

Etc. Due

Estimated Cost Potential Office Actions 

Etc due

Estimated Cost Remarks Distinct Cost Indistinct Cost Total 

4220 EPO XXXXXXXX ANNUALLY IN 

NOVEMBER 

£         3,729.00 Office action responding to 

objections raised in the 

Written Opinion of the the 

ISA (due Jan-2015) + 

Excess Claim Fees

£     3,500.00 Estimate two office actions 

required until grant - and 

grant & validation cost to be 

incurred approx. 2017 

£     9,000.00 Assume patent will grant in 2017 

and validation in Germany, 

France & UK

£         7,229.00 £          9,000.00 £         16,229.00 

China XXXXXXXX Exam request due Nov-14 £        600.00 Estimate two office actions 

required until grant - and 

grant costs to be incurred 

approx. 2017 + Subsequent 

renewal costs.  

£     6,500.00 Renewals due after 
grant

£            600.00 £          6,500.00 £           7,100.00 

USA XXXXXXXX Estimate two office actions 

required until grant - and 

grant costs to be incurred 

approx. 2017 . 

£     6,000.00 Renewals due after grant. £                  - £          6,000.00 £           6,000.00 

£        3,729.00 £     4,100.00 £   21,500.00 £         7,829.00 £        21,500.00 £         29,329.00 

FORECAST OF POSSIBLE PATENTING  COSTS – 2014/19

http://www.patrafee.com/ip-forecaster/
https://www.quantifyip.com/global-ip-estimator/online/overview.aspx
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35

Managing Patent Expenses

Patent Expenses = PAPER. 

OLD WAY:

50+ Paper Invoices per month
per person reviewed individually

36

Managing Patent Expenses

Patent Expenses ⍯ PAPER. 

NEW WAY: ELECTRONIC EXPENSE IMPORT (EEI)

• Automated
• Budget Parameters!
• Only ~20% of invoices need to be 

reviewed

• <18 Invoices per month per person
because system auto-approves.
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Foreign Patent Expenditure
Dépenses de brevets étrangers

Talk About Surprises

• Invoices related to US prosecution fairly simple to understand  

• Expectations met

• Uniformity in patent prosecution

Foreign Patent Expenditure

• Invoices related to foreign prosecution – not so much

• National Phase prosecution – variable and different for each jurisdiction

• More difficult to determine what is necessary versus not
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Always best to request an estimate of potential costs when filing foreign

• Most estimates are based on certain criteria within a published PCT 
application to be used at National Stage

• This can be provided by either a foreign associate or use of a 
global patent estimator program.  Any other estimates would be 
too general and not at all accurate.

Foreign Patent Expenditure

Estimates can be in the format of:

• Filing fees only

• Filing fees, plus examination fees 

• Filing fees, exam fees, grant fees, annuities

Note:  Translations fees are also required in some countries

Foreign Patent Expenditure
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Foreign Patent Expenditure

What is missing from these estimates?

• Prosecution costs which include both your own patent attorney and 
the foreign agent 

• Incidental costs such as

• filing Assignments, POAs, when required

• legalizing/certifying documents when required

• foreign filing license requirements

Foreign Patent Expenditure
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Also not included is variable correspondence:

• Identifying timelines to amend claims, voluntary submission of prior 
art; translation issues; etc.

• These are all items which may appear on an invoice in which you are 
unfamiliar or unaware. $@#$@%$$# whoops, not what we want!

A dual-edged sword exists…… 

Foreign Patent Expenditure

Example:

Receipt of EP Comm. 306 from FA.  This is an invitation from the EPO to 
amend claims.  

• This is standard reporting from an EP agent.  

• After quick review of the application, it may be determined no need to 
amend claims.  

So…. 

Foreign Patent Expenditure
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Choices are either:

• Send client reporting letter for receipt of EP306 correspondence indicating 
we will not respond (this is a billable activity); or 

• Unilaterally proceed notifying FA no response necessary.  No reporting 
letter to the client (no billable activity).

Either way foreign associate will submit a debit note for their reporting of the 
Communication!  

Foreign Patent Expenditure

THANK YOU FOR

JOINING US!
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Questions? Comments?

Discussion 

and Q&A 
Click the raise hand button.

When called on, press * 7 on your telephone keypad to 
un-mute your phone. 

Press * 6 to re-mute your phone.
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Thank you for your 
participation.

Remember to complete 

our online survey.

Thank you to our 
sponsors. 
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Webinar Recordings
Basics of Technology Transfer for Licensing Professionals

Basic Patenting 101
Copyright Law and Content/Software Licensing

Equity Based License Agreements
Financial Conflicts of Interest

Marketing: Whether By Traditional or Social Media, the Value
Need to Know Basics of Technology Transfer for Support Staff

Negotiation of License Agreements
Nuts and Bolts for Compliance Under Federal Funding Awards

The Basics of Open Source Licensing
Tips for Managing MTAs

Triage
Valuation of Inventions and Patents

(More Added Monthly)

www.autm.net/onlinelearning

Register now for 
AUTM’s next webinar

• Student IP
- October 14, 2015

www.autm.net/OnlineLearning
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Network with AUTM Online

http://twitter.com/AUTM_Network

Type “Association of University
Technology Managers” into  the search
box on Facebook and click “like”

Search groups for AUTM at
www.linkedin.com  

AUTM Eastern Region Meeting
Sept. 29 – 30, 2016

The Westin Philadelphia
Philadelphia, PA

AUTM Central Region Meeting
July 18 - 20, 2016
The Pfister Hotel
Milwaukee, WI USA

Registration Open Soon!

AUTM Region Meetings

http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1
http://www.google.com/imgres?imgurl=http://www.smoothtransitionslawblog.com/uploads/image/linkedin[1](3).jpg&imgrefurl=http://www.smoothtransitionslawblog.com/tags/noncompete/&usg=__i-52DOmOThXdLKQTqLoS79vWKvI=&h=216&w=640&sz=49&hl=en&start=4&zoom=1&itbs=1&tbnid=d5Sjr-qb-drGeM:&tbnh=46&tbnw=137&prev=/images?q=linkedin&hl=en&sa=G&gbv=2&tbs=isch:1
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AUTM TOOLS/ Essentials Courses
Oct. 5 - 7
The Westin Seattle

Seattle, WA USA

AUTM Business Development 

Nov. 17 -18 

Hyatt Regency Dallas

Dallas, TX USA

www.autm.net/Events

Save the    
Date!

AUTM Courses

Register 

Today!

Have an Interesting Topic?

The Online Professional Development 
Committee is seeking proposals and speakers 

for potential webinars.

Submit Your Idea Today! 

www.autm.net
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We need your help. The Online Professional 
Development Committee is seeking professionals 

interested in joining their committee. 

Interested? Please contact
Melinda Briggs – mbriggs@autm.net 

Get Involved

AUTM 2016 Annual Meeting

Feb. 14 – 17
San Diego, CA USA

www.autm.net/Events

Registration 

Now Open!  

AUTM Annual Meeting 


